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22, Mr. Royon explained that when he haa said that a trademark could be used
by its owner, who happened to be a breeder, or by the exclusive licensee even
during the period the variety was protected, he had wisheda to say that the
breeaer or the trademark owner could have recourse, in particular, to actions
for infringement or fraudulent imitation of the trademark which enableda court
gecisions to be obtained much more rapidly than was the case for infringement
of patents or plant variety certificates. It was difficult to go into detail,
but he wished simply to point to all the possibilities provided by trademark
law, which were indeed very large!

As regards the more specific remark maae by Dr. Byrne concerning exhaus-
tion of rights, Mr. Royon believed that one could not attribute to a trademark
more rights than it in fact afforaea. As the case-law of the EEC currently
stood, once a trademark haa been lawfully placea on a product, that product
had to be able to move freely within the Common Market. However, in those
countries where only the propagating material was protected, it was extremely
difficult to control imports and exports of protected varieties. Where such
material or the end product moved from one country to the other it was extreme-
ly aifficult to know whether the material or end product had been lawfully
produced as far as the patent legislation or the plant variety protection laws
were concerned. Trademarks indeed enabled a breeder to extend the protection
to some degree and, in any event to extend his control by obliging users to
make use of that trademark only where they were dauly authorized. It was
therefore not a question of enabling the breeder to demand payments beyond the
first stage at which a royalty was received, but rather to enable him to
request that checks be made to ascertain whether the proaduct in circulation
with that trademark was in fact lawfully markeda. That was a great advantage.

23. Mr. Samperi wishea to express a few reflections on the matter under
discussion. In Italy, the traaemark law prohibited any use of a generic name
as a trademark. In the same way, the plant variety protection law prohibited
any use of a variety aenomination as a trademark. It seemed obvious that a
patent could not be awarded auring the administrative phase. But, assuming
that the aaministrative otfice had maae an error when granting the patent, it
woula be difficult to propose a hypothesis of acquired rights in the case of
such an error. It appearea necessary to Mr. Samperi to apply the law in such
a way as to guarantee the rights otf the national and international community
and not so as to guarantee hypothetical acquired rights which, in his view,
dia not exist. Nevertheless, he agreed with Mr. Royon that some cases required
looking at with flexibility, but even in such cases "est modus in rebus."
Mr. koyon had said that the law woula have to be improved, but in such a case
it would be necessary to say in a precise manner where the defect lay, if there
was one, and to discuss it if the necessary amendment were to be reached. 1In
any event, it would be as well not to create acquired rights in abuses.

As far as the lawful movement of a trademark within the Common Market was
concerned, Mr. Samperi wished to point out that the Community trademark did not
yet exist ana that one could only talk of the national marks. 1In such a case,
one would also have to ask whether the trademark had been granted in accordance
with the law, failing which it was impossible to presume acquired rights. That
was a question that it was absolutely necessary to examine when the laws were
renewed. However, Mr. Samperi could not easily conceive the possibility,
either under trademark or plant variety protection law, of using a generic
aenomination as a trademark for the purpose of preventing others from using
the same name.

24, Mr. Espenhain said that he wishea to aadress a remark to Mr. Royon and to
make a comment about nomenclature in general. Mr. Royon had referred to the
Danish legislation concerning the addition of a trademark to a aenomination.
Mr. Espenhain unaerstooa Mr. Royon to have said that even if the aim of the
legislation had been right, 1its effect haa not been fully successful.
Mr. Espenhain thought that Mr. Rkoyon might be right, but he believed that this
was not only a Danish phenomenon. Trademarks aaded to variety denominations
in other countries without such legislation were also fantasy names.

Mr. Espenhain saia that he also wished to comment on existing difficulties
with the naming of cultivars or species of agricultural ana horticultural
crops, as mentioned by Mr. Branaenburg with reference to gherkin ana cucumber.
There were some difficulties in Denmark, especially with vegetables.
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Mr. Espenhain said that he was raising the gquestion because international
breeders' and seed growers' organizations were present. In the last ten years
there had been more anda more cases of seed companies going to the Orient, find-
ing new vegetable crops ana bringing them back to Europe. In itself, that was
a very good thing. But then the problems began, because the new species were
often given a wrong and misleading denomination. A committee hada been set up
in Denmark to try to give a common name and a Latin name to such new species.
Mr. Espenhain expressed the hope that cooperation with the Danish seed com-
panies would be fruitful ana that the naming of the new species would be
improved. He thought, however, that it was not only a Danish problem, but one
that could occur every time a new species was introduced to Europe. He there-
fore urged all seed companies ana breeders to be more careful when choosing
names for newly introduced species.

25, Mr. Schlosser said that he wishea to put a basic question to Mr. Royon.
He understood it to be Mr. Royon's suggestion that a breeder should commercial-
ize a new variety under a fancy name, which was in fact the trademark, and
select a blana or colorless variety denomination. For example, one might pick
"Victoria" for a rose and use a variety denomination such as 'D127'. If a
breeder dia that, did not the trademark in fact become the variety denomination
through constant use? The public learned to iaentify that rose by the name
"Victoria"; it dia not use 'D1l27'. How could the breeder guard against the
possibility, to put the question succinctly, of the trademark's becoming the
variety denomination?

26. Dr. Mast took up the question ana commented that it had been in his mind
ever since the lecture given by Mr. Royon. Mr. Schlosser was right. If a
variety denomination was completely bland and colorless and at the same time a
powertul, easily rememberable trademark was used, both the public and the traae
would use the trademark and he felt that the danger then existed that the
trademark would become a generic designation and thereby forfeit its validity.
He could recall that such haa been the concern of the Chairman of the Working
Group that, during the negotiations that ran from 1957 to 1961, had prepared a
text that became Article 13 of the UPOV Convention. The variety denomination
had been declared to be the generic designation primarily of course to ensure
in a simple way that it woula be kept freely available to every user of the
variety. On the other hand, numerous references were made during the negotia-
tions to the fact that by formally stating that the variety denomination was
the generic designation the trademark would be protected from "degenerating”
to a generic designation ana consequently losing its validity, which was
indeed a nightmare for any owner of a trademark. Perhaps Mr. Royon could in
fact comment on whether the system that he favored so much could not indeed
represent a danger from that point of view.

27. Mr. Royon believed that the reply that haa to be given to Mr. Schlosser
and to Dr. Mast was the reply given in traademark practice throughout the worla,
whether in respect of plant varieties or of industrial products. If a product
became well known under its trademark, the traaemark ran the risk of losing its
distinctive nature since the public generally knew only the trademark. Anyone
with a heaaache went to the chemist's to buy "Aspro" and not acetylsalicylic
acid tablets. The owner of a traaemark must be forever watchful of the use
maae of his mark by his licensees and by all those he had authorizead, directly
or indirectly, to make use of his mark. That was a monitoring task that went
on unendingly and it was only by so doing that he could safeguard his monopoly,
which he had to assert in the contracts he concluaded and in his control of
those contracts, ana that he coula defend his trademark. Frigidaire, for
example, had run the risk on many occasions of its trademark falling into the
public domain. In France, many were the people who instead of saying "a re-
trigerator" in fact said "a frigiaaire" since the trademark had become so well
known that it was often taken by the general public to mean the name of the
proauct. However, General Motors haa devoted such great etforts to protecting
its trademark that it haa been able to maintain its rights. It was quite
simply a matter of defenaing the use of one's trademark. A mark did not become
generic because it was used by the public as a generic term but, quite simply,
because the owner allowed it to be so used and because there was no other way
of naming the proauct. Mr. Royon telt that it was a problem shared by all
traaemarks and not only those for plant varieties.
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28. Mr. Samperi noted that what had been said by Mr. Royon concerned infringe-
ment. However, attention had also be paia to maintaining the possibility of
defending the trademark. Mr. Samperi believed that it was not sufficient to
refer in the case of an infringement to the right or the lack of a right to
use a word, for example words such as "Frigidaire" or "Aspro" that had taken
on quite specific meanings for the consumer, but that something would have to
be done to prevent the possibility of abusively using trademarks. Provisions
had to be devised that would practically and effectively prevent abuses.

29, Mr. Royon stated in reply that it seemed to him that CIOPORA actively
encouraged breeders to always use the denomination together with the trademark
when they marketea their varieties for the very purpose of maintaining the
possibility of aefending their trademark quite separately from the matter of
protecting the product. If the Convention had not institutea a denomination,
it woula have to have been inventea. In fact, it had been invented, since the
type ot daenomination he had describea was that used in the French system as
trom 1954 onwaras, that was to say seven years before the Convention. Why had
that system been set up? 1Indeea, for the very reason that the former practice,
prior to 1954, and even before the war, which consisted in giving the product
a pleasant trade name and subsequently filing that name as a traaemark, had
lea to an altogether riaiculous system. That was the conclusion arrived at in
the judgement of the Court of Cassation that he haa cited previously. 1In some
cases, where use of a traademark was combined with entry, for example, in the
French register or catalogue, the user found himself caught everytime he made
a move., If he dia not use the breeder's trade name, he was in trouble with
the fraud squad since he was required to use that name, or if he used it to
comply with the law on fraud, then the breeder who owned the mark took action
for infringement. It was therefore a quite ridiculous system and marks that
were usea 1in such a way were quite justifiably, according to the view of
Mr. Royon, declared to be invalid. The system of denominations was absolutely
essential for the very reason that it supported trademarks. The use of trade-
marks had indeed to be correct and intelligent.

30. Mr. Fikkert said that he was slightly worried by the expression "to
control the variety", that is the material, "by a trademark". He thought that
the way to control the material was by a plant variety certificate or a plant
patent; a trademark was solely to protect a name. He had the impression that
most of the lecturers had emphasized that groups of plants on each classifica-
tion level, such as family, genus, species and cultivar should be identifiea
by a denomination, ana preferably by one denomination only. One of the
purposes seemed to be that the general public, worldwide, should be able to
identify a specific group of plants through its denomination. Mr. Fikkert
believed that meant that the denomination had to be easily recognizable ana
had to mean something to the average member of the public. He considered that,
for cultivars in particular, the use of flat, colorless denominations increased
the risk of confusion, especially when a trademarkea fancy name was also used
in a more conspicuous way. Atter ali, a trademark could be attached to any
variety.

3L. Dr. Byrne, noting that the aiscussion had so far been about the use of
traaemarks to control material, said that he would like to turn it in a
slightly different direction by touching on the use of plant breeders' rights
law to promote trademarks. It seemed possible to register three words as the
name of a variety. One might, for example, register "Harlequin Pretty Lady,"
"Harlequin" being for the breeder the 'series name,' and "Pretty Lady" the
'variety name'. Dr. Byrne believed that such a name could be registered in
the United Kingdom and, presumably, in other States. The breeder could then
register "Harlequin" as a traaemark. He obviously would not register "Pretty
Lady" because that was the 'variety name,' the generic identity of the plant
material in question. Then, under plant breeders' rights law, the breeder
could insist that the registered name, "Harlequin Pretty Lady," be used to
identify the reproductive material. Dr. Byrne concluded that it he was correct
in believing that, then plant breeders' rights law could be usea to promote
trademarks in a way which might not be desirable.

32. Mr. Royon replied that he haa not altogether followed the first part of
Dr. Byrne's argument, particularly whether he wished to enter as the denomina-
tion, at the time the application for the new plant variety certificate was
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filed, "Harlequin Pretty Lady," or simply "Pretty Lady." In his view, if the
former were the case, then the reply was simple. It "Harlequin Pretty Laay"
was entereda as the denomination, "Harlequin" woula not be valid for registra-
tion as a traaemark. It woula be altogether invalidated, all the more so
because it applied to the same product. However, if "Pretty Lady" were filed
as the daenomination ana "Harlequin" filed as a trademark and, subsequently,
when marketing the variety, "Harlequin Pretty Lady" were used, nothing would
oppose that. Indeed, exactly that situation existed currently in Denmark,
except perhaps that greater preeminence could be given to "Harlequin" as
compared with "Pretty Lady." Wwhat hada to be understood, however, was that
when the protection expired, "Pretty Laay" would fall into the public domain
as a denomination and the breeder or the owner of the mark would no longer
have any interest in investing money 1in advertising for that denomination.
why shoula he give publicity to an appellation that was to fall into the public
aomain? Accorading to Mr. Royon's views, that constituted the very problem of
trademarks and explainea why there haa never been any question of trademarks
controlling material or a variety. They constituted an additional support for
marketing but one which was completely separate and which in certain cases was
necessarily involved in marketing; that was what happened in the case of
patents and it was also what happened in the case of pharmaceutical products.
Everyone knew that pharmaceutical products were covered by patents or by
certification but, in addition, trademarks played an essential part in their
marketing. Those were two quite separate legal concepts and they should not
be confused.

33. Mr. Espenhain found himself in agreement with Mr. Royon's answer. If
"Harlequin" had been approvea as a part of the variety denomination then the
Danish authorities would not permit it to be subsequently approved as a trade-
mark. Mr. Royon was correct in saying that if the variety denomination was
"Pretty Lady" ana there was a trademark "harlequin," then that would be permit-
ted as an adadition, following the denomination. It would not be permissible,
however, to take one part of a variety denomination and have that registered
as a traaemark.

34. Mr. Simon wished to comment that as the discussions progressea he noted
that the center of the debates was shifting. After having heara the paper by
Mr. Royon it had been possible to see, in the background, the shadows that
denominations could cast on trademarks, but not the shadows that trademarks
coula cast on denominations. Finally, as the discussions went on, it could be
seen that trademarks could cast shadows on variety denominations. That was
proved by the fact that the general public, the user, enaded up confusing the
trademark with the generic designation, which raised the question of the future
of generic designations. It was therefore necessary to achieve a proper
balance between the use of trademarks and the use of generic designations. 1If
trademarks were to fully supplant generic designations, it was clear that some
States could be led to take statutory measures that were not desirable. Those
were the conclusions that Mr. Simon felt he haa to draw from the debate which
was interesting because it showed the balance that had to be found both for
protecting use of the generic aesignation ana for maintaining the value of a
trademark.

35. Mr. Whitmore said that his comment was related to that of Mr. Simon. He
would also 1like to associate himself with the point made earlier by
Mr. schlosser. He haa listenea with interest to Mr. Royon's reply, but was
still somewhat confusea. Surely, if a breeaer used a traademark to identify a
single variety, then it effectively became a generic name. If the breeder had
also obtained plant breeaers' rights using a coae or a bland denomination, then
effectively the variety coulia finish up with two generic names. Mr. Whitmore
saia that he could not speak for the New Zealand Trademarks Office, but he
wonderea if it would be happy to grant registration as a trademark to a fancy
name that was usea to identify a single variety.

36. Mr. Royon felt that he haa to reply very energetically to the comments
made by Mr. Simon. It it haa not been clear trom his paper that trademarks
could cast shaaows upon denominations, then he haa given a bad paper. The
advertising aim of a traaemark, in all fields of inaustry, was to supplant the
generic designation. The purpose of a trademark was to attract customers and
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advertising was based on that trademark. It one wished to envisage interven-
tion by the public authorities, then breeders were going to demand that inter-
vention be made not only in respect of plant varieties but also for pharmaceu-
tical products, for inaustrial products, since there was absolutely no legal
reason, and also no public interest, that breeders be treated in a more
restrictive way than the owners of trademarks in other fields of commercial or
industrial activity.

37. Mr. Simon regrettea that Mr. Royon thought he had said what he had not
said. He confirmed his will to fina a proper balance between trademarks and
denominations. When speaking of shadows cast by trademarks on denominations,
he had been thinking, for example, of the following situation. 1In France, when
marketing a variety of fruit tree, only the trademark was used. Mr. Royon knew
quite well that a number of varieties coula be sold under the same traademark
and that constituted a problem in respect of the users who, indeed wished to
know what varieties they were buying. Mr. Royon had himself said that the
trademark had to be accompaniea by the variety denomination. Mr. Simon consid-
ered that if there was no longer a variety denomination then shadows existed.

38. Mr. Fikkert saia that he wishea to ask Mr. Brickell whether the interna-
tional registration authorities registered names that were known to be trade-
marked as cultivar denominations.

39. Mr. Brickell confirmed that they did not.

40. Dr. Boringer concludea by observing that Mr. Royon haa thrown particular
light in his lecture and in the discussion on one aspect of the suject matter
of the Symposium. However, the Symposium had also dealt with a number of
other aspects. When looking at all of the aspects together, he was in fact
quite satisfied with the outcome of the Symposium. Mr. Burdet had opened the
proceedings in the morning and everyone haa had the uplifting feeling that as
a breeaer or as someone who dealt with nomenclature, or even simply as a
consumer in that field, he was not only concerned with "Aspro" or "Nescafé",
as haa been referred to a number of times, but with plants and plant varieties
that were essential to life. The world could live without "Aspro" or without
"Nescafé" but it could not live without plants and it was his opinion that the
discussions had placed that fact in its true 1light. He was firmly convinced
that the Convention offerea a balancea system that set off the interests of
the breeder, who wished to have his variety protected, against those of the
consumer. It was also his opinion, finally, that further discussions between
the various representatives and groups could be of great value. He hoped that
such discussions could take place in Geneva in November when the draft for the
recommendations for variety denominations was to be discussed. He believed
that, all in all, the views were not that far apart if one started from the
principle--to speak once more finally of trademarks--that the rule had to be
applied that a variety denomination could be accompaniea in the course of
trade by a trademark. As far as the configuration of the variety denomination
as such was concerned, ana that was in fact the crux of the matter, it was
surely possible to reach agreement in the end.

41. Dr. Leenders saia that he founa Dr. Bdoringer's woras encouraging.
Dr. Leenders believea that one of the reasons why there had been so much
discussion over so many years was that the variety denomination was a kind of
hybrid. It had been pointed out that a variety denomination served to iaentify
the variety but, at least for the members of ASSINSEL, the variety denomination
also hada a very important commercial function. It was used in aavertising.
The Convention specifiea that the denomination was generic ana, of course, that
was accepted, although in no other section of the whole of industry woula there
be anyone spending substantial sums of money on advertising generic names.
Dr. Leenders considerea that declaring a variety denomination to be a generic
name was not a natural thing. It woula seem to him that it one talked about
wheat varieties, wheat woula be the generic name ana then there were 200 or
300 variety names. He considerea that to be the origin of all the discussions
that haa taken place. He hoped that there woula be further discussions on the
matter.
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42. The President of the Council invitea Mr. Schneider to summarize the day's
proceedings.

43. Mr. Schneider expressea the hope that the Symposium had made clear the
importance and significance of the role played by nomenclature with respect to
the International Convention for the Protection of New Varieties of Plants.
That role was determined not only by Articles in the Convention and recommenda-
tions of the Council about denominations of cultivatea varieties, but also by
the use of botanical nomenclature in national legislation, as a consequence of
Article 4 concerning botanical genera ana species which must or may be protec-
ted, and by the use of common names, especially the common names for bigger
groups of cultivated plants which had a special use in common (such as orna-
mentals, rootstocks, cut flowers, forest trees and so on).

Another effect of the Symposium haa been that it had brought together
botanical people, breeders, consumers and breeders' rights authorities, making
it possible to exchange knowledge on the subject of nomenclature and trademarks
ana to learn something about each other's way ot thinking, methods and philo-
sophies.

Mr. Schneider thought that some important conclusions could be darawn from
the papers presented and the discussions. The views of botanical people on the
formation anad use of denominations ot cultivatea varieties, on the conditions
they haa to fulfill and on their use as trademarks, appeared to be largely in
agreement with the views of UPOV. That had resultea in a mutual proposal to
organize further cooperation, perhaps in the form of a subgroup in which the
parties could discuss with each other the possibilities for standardizing
recommendations concerning the formation and use of denominations of cultivated
varieties. That same subgroup could try to initiate better cooperation
between, in the language of the Cultivated Code, statutory and non-statutory
registration authorities.

Another conclusion was that the fact that both of the codes for nomencla-
ture, the Botanical Code and the Cultivated Code, were concerned with the
naming of cultivatea plants, frequently had an ambiguous effect, especially in
connection with the classification of cultivated plants. On the botanical side
that problem shoula be stuaied turther. Mr. Schneiader hoped that the effect
of such further study would be that it would be clear for any user in the
future when he had to follow the Botanical Coae ana when the Cultivated Code
should be used. It had been made clear that nomenclature with respect to the
classification of cultivars needed further clarification in the form of clear
rules and recommenaations 1in the Cultivated Coae, and that the significance
and use of common names shoula find a more conspicuous place in that Code.

Mr. Schneider confessea that he had some difficulty in finding a satis-
fying conclusion regaraing the relationship between variety denominations and
trademarks. He had the feeling that all could agree that they were different
things, rulea by aitferent legislations ana philosophies, but that for the
rest, the botanical worla anda the UPOV authorities had a quite different view
from that of the breeders on the formation of denominations and the application
of trademarks. 1In his personal opinion, one of the most important causes, or
perhaps the most important cause, was the aifference in the views of the
parties concerning their responsibility to consumers. Mr. Schneider believed
that the discussion had brought the parties no closer to each other. The only
consolation was that it had formea a good preparation and training for the
hearing of the professional organizations in November 1983. Not only had the
papers been very clear in their content ana in their way of presentation, but
the follow-up had given an intormative picture of problems concerning nomen-
clature and trademarks. Mr. Schneider concludea that for him to make further
remarks coula only spoil that clear picture,

44. The President of the Council closed the Symposium by again expressing his
appreciation of the lectures given and by thanking all who had participated in
the aiscussions, and in particular Mr. Schneider for his contribution as
'Rapporteur’'.
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tion for the Protection of New Varieties of Plants--is the international forum
for States interested in plant variety protection. Its main objective is to
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accordance with uniform and clearly defined principles.
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