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1. On February 5, 2008, the Office of the Union received a contribution from
Mr. Yuri A. Rogovskiy, Deputy Chairman, Head of Method Department, State Commission
of the Russian Federation for Selection Achievements Test and Protection, Russian
Federation, concerning document UPOV/EXN/HRYV Draft 1 “Explanatory Notes on Acts in
Respect of Harvested Material under the UPOV Convention”. Those comments were taken
into account in the development of document UPOV/EXN/HRYV Draft 2 “Explanatory Notes
on Conditions and Limitations Concerning the Breeder’s Authorization in Respect of
Propagating Material; and on Acts in Respect of Harvested Material under the UPOV
Convention”. On October 24, 2008, the Office of the Union received a contribution from
Mr. Yuri A. Rogovskiy ~ concerning  document  UPOV/EXN/HRV Draft 2.  The
above-mentioned contributions are reproduced in Annex I to this document.

2. On October 10, 2008, the Office of the Union received a contribution from the
International Community of Breeders of Asexually Reproduced Ornamental and Fruit-Tree
Varieties (CIOPORA) concerning document UPOV/EXN/HRYV Draft 2. The
above-mentioned contribution is reproduced in Annex Il to this document.

[Annex | follows]
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Contribution received from Mr. Yuri A. Rogovskiy, Deputy Chairman, Head of Method
Department, State Commission of the Russian Federation for Selection Achievements Test
and Protection, Russian Federation, concerning document UPOV/EXN/HRV Draft 1
“Explanatory Notes on Acts in Respect of Harvested Material under the UPOV Convention”

: Comments concerning document UPOV/EXN/HRV Draft 1
‘Explanatory Notes on Acts in Respect of Harvested Material under the UPOV Convention”
Reteived by the Office of the Union on February 5, 2008

Y. Rogovskiy, Deputy Chairman of the State Commission of the Russian Federation for Selection
Achicvements Test and Protection

In my opinion Section | “CONDITIONS AND LIMITATIONS WITH RESPECT TO THE
BREEDER”S AUTHORIZATION IN RESPECT OF PROPAGATING MATERIAL- is the
matter off the topic of the document considered and should be excluded or separated us

individual document since:

Under Article 14 (1)(b) of the UPQV Convention the bresder may, when concluding a
license contract on transfer of the exclusive right on acts with propagating material stipulate in
the contract the certain conditions and restrictions. Meanwhile, il is very important (o nole that
provisions of subparagraph (b) concern paragraph 1 "dets in respect of the propugaling
material” but do not concern paragraph 2 '‘Acts in respect of harvested material "

Examples of such certain conditions and restrictions may be:

a) remuneration payment conditions for the given right
- annually or lump sum (at a time);
- method of settlements of the size of payment (depends of sown area of
propagating material, amount of propagating material produced or sold, cost
* of propagating material produced or sold etc.);
- remuneration payment term and penalty size if untimely payment;
b) territory where the contract is in force (separate administrative territories or the whole
territory of the Breeder’s Right action);
‘c) period of the contract validity (before a certain date or for all period of the Breeder’s
Right action);
d) manufacture of propagating material of the certain categories (reproductions);
-¢) granting to licensee of the right for issuance of sublicenses and conditions of their

O

issuance;

f) restriction of the right for export / import of propagating material without additional
contract or notification of the patentowner about it;

o) conditions of cancellation of the contract;

h) technological specificities of production / reproduction of the propagating material.

The provision in respect of the right on Acts in respect of the harvesied maierial
established in Article 14, paragraph 2 of the 1991 Act of the UPOV Convention effects only

under the certain exclusive conditions (harvested material has been grown from illegal

(counlerfeit) propagating material and, “unless the breeder has had reasonable opportunity to
exercise his right”” when the given illigal propagating material had been manufacturimg.

There is no reason to contend that "a breeder may authorize the propagation of his variety on
the condition that remuneration is paid on the basis of the value of the harvested product (or products
made directly from harvested material of the variety” (point 4 of doc. UPOV/EXN/HRV Drafl 1).
The UPOV Convention makes no such provision and the breeder has no such right.

Contracting Party (under Article 14(4) of the UPOV Convention) may provide the
Breeder’s Right exlension in their territory and extend it on farmers’ acts undertaken in respecl
of manufacture of harvested product. The notion of “cascade” (point 11 of doc.
UPOV/EXN/HRYV Draft 1) is borrowed from patent practice of inventions (for invention use in
the scope of claims) and should not be used within “the Breeder’s Right™. It is the very



CAJ-AG/08/3/2 Add.
Annex |, page 2

2

difference and advantages of the UPOV Convention where is-established Article 16 “Exhaustion

of the Breeder's Right""
The breeder may have remuneration from each amount of propagating malerial once only

and has no right to have a “cascade” (repeated) remuneration from other persons for the
harvested product obtained from the legal propagating material and he also has no right for
remuneration for any products (for example, sunflower variety oil) made directly from that Jegal

harvested product,

2. Section II “ACTS IN RESPECT OF THE HARVESTED MATERIAL™:

2.1. Point 8 of document UPOV/EXN/HRYV Draft 1 should be excluded by the reason
below:

Exporting of propagating material is covered by the Scope of the Breeder’s Right
transferred to the licensee (Article 14, subparagraph (1)(a)(v)), however it does not mean any
control mechanism presence on acts of the third party with propagating material exported in
other territory where the Breeder’s Right have not been applied and granted. It is impossible to
stipulate the right for export through any conditions on acts of the third parties in the territory
where the variety is not protected. Furthermore, the propagating material produced legally and
marketed is covered by the provisions of Article 16(1) of the UPOV Convention “Exhaustion of
right". The material of a variety protected is exported to the country where the given botanical
genus / specie varieties are protected without any additional breeder’s authorization.

2.2. Example 1 in point 12 of document UPOV/EXN/HRYV Draft 1 should be excluded by
the reason below:

Export of the propagating material falls under Exhaustion of the Breeder’s Right (Article
16(1). Uncertain circle of persons makes production of the propagating material of variety 1 in
Country B on a legal basis. The breeder could be granted the variety protection in Country B, but
he had not made it and, he has no Tight for export control of the propagating material to Country

A from Country B.

2.3. Example 3 in point 14 of the document does not satisfy the UPQV Convention
provisions.

According to Article 16(1)(ii) the material which allows to propagate of the variety in a
Country where the given genus or specie varieties are not protected does not fall under the scope
of Exhaustion of the Breeder’s Right. The breeder may supervise such export (granting
authorization for export subject to conditions of the certain remuneration payment). The breeder
has no right to control acts in respect of the variety material belonged to the third parties in the
territory unprotected. Import of the propagating material is act within the Breeder’s Right scope
{Asticle 14(1)(a)(i). Meanwhile, import-of the-harvested material (even-where it-is-imported from
the territory unprotected) does not fall within the Breeder’s Right scope. The third parties control
of acts in respect of the harvested material imported is also impossible as well as in respect of
products obtained from such harvested material.

24, 1 think the document considered should explain (disclose) the essence of the
Breeder’s Right granted under Article 14(2) and answer the question: Wherein consists “the
authorization of the breeder” on acts in respect of the harvested material obtained from the

propagating material manufactured illegally?
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The person, who has produced the harvested material from propagating material
purchased legally in the territory where the variety is protected should not be recognized to be to
blame for infringement of the Breeder’s Right and should not bear liability. The Breeder’s Right
infringer in the temritory protected is the person who reproduces and puls on the market
(commercializes) the propagating material illegally purchased. I believe the provision of Article
14(2) provides for breeders the right only to prosecute a claim to stop manufacturing the
harvested material and all acts with one has been manufactured in the territory, where the
Breeder’s Right effects, in respect of person who produced or reproduced, conditioned for the
purpose of propagation, offered for sale, sold or other marketing, exported or stocked for any of
the purposes mentioned the harvested material obtained through the use of an illegal propagating
material. Breeder may require paying remuneration for production of the harvested material only
concerning the person whose intentional acts infringing the Breeder’s Right had been proved by
courl. Without recourse to court it is logical under a mutual agreement of parties to make a
license contract between the breeder and a concrete person concerning the right of use of the
harvested material which has already been manufactured from the illegal propagating material
where to stipulate conditions of the certain remuneration payment to breeder.

[Contribution from Mr. Rogovskiy on document UPOV/EXN/HRV/Draft 2 follows]
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Contribution received from Mr. Yuri A. Rogovskiy, Deputy Chairman, Head of Method
Department, State Commission of the Russian Federation for Selection Achievements Test
and Protection, Russian Federation, concerning document UPOV/EXN/HRV Draft 2
Explanatory Notes on Conditions and Limitations Concerning the Breeder’s Authorization in
Respect of Propagating Material; and on Acts in Respect of Harvested Material under the
UPQV Convention

STATE COMMISSION OF THE RUSSIAN FEDERATION
FOR SELECTION ACHIEVEMENTS TEST AND PROTECTION

1/11 Orlikov per., Moscow, 107139, Russia
tel.: (7 495) 607 49 44
fax: (7 495) 411 83 66
e-mail: gossort@gossort.com
WWW.Qossort.com

To: UPQV Office
October 24, 2008

Dear Vise Secretary-General,
Dear members of CAJ-AG,

Unfortunately, | can not participate in CAJ-AG session on November 1, 2008 to
exchange opinions on the session agenda items.

Nevertheless, | would like to express my point of view on document
UPOV/EXN/HRV Draft 2 EXPLANATORY NOTES ON: CONDITIONS AND
LIMITATIONS CONCERNING THE BREEDER’S AUTHORIZATION IN RESPECT OF
PROPAGATING MATERIAL; and ACTS IN RESPECT OF HARVESTED MATERIAL
UNDER THE UPOV CONVENTION.

Could you, please, notice some comments below.

The most part of changes and additions included in the above mentioned document has
improved its quality. However, some paragraphs of the document remain rather disputable
and, provisions of Articles 14(2) and 16(1) of 1991 Act of UPOV Convention should be
explained more in detail.

1. Paragraphs 5 and 6 point to relation between Article 14(2) of 1991 Act and Article
5(4) of 1978 Act but, there is no relation between these Articles because:

Acrticle 14(2) of 1991 Act provides repayment of lost profits (if “...harvested material
obtained through the unauthorized use of propagating material...unless the breeder has had
reasonable opportunity to exercise his right in relation to the said propagating material.”
The breeder has right to require remuneration through the court in the case for lack of
agreement between the breeder and PBR violator.

Avrticle 5(4) of 1978 Act contains optional provision only for Contracting parties to
establish broader extension of breeder’s right both in respect of propagating material and
harvested and other material.
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Therefore, it should be no reference to Article 5(4) of 1978 Act.
2. Paragraphs 8 and 11 may be excluded from the document since they repeat text of
the first quotation of paragraph 7.

3. I think Example 1(a) should be excluded too, because situation wrote there is rather
doubtful.

4. | also suppose Example 1(b) should be excluded because PBR violator is considered
the person who products propagating material without authorization in the territory where
variety is protected but not the person who products propagating material in the territory
where the variety is not protected or the person importing the said material.

5. Examples 2(a) and 2(b) repeat events wrote in Example 1(a) and 1(b) and should be
excluded too.

6. Examples 3(a) and 3(b) illustrate perfectly cases where PBR exercise for harvested
material is legitimate.

7. It would be applicable to add new paragraph in the document in the following
wording: “Breeder’s authorization required for acts in respect of harvested material under

Article 14(2) means breeder’s determination of remuneration amount for harvested material
selling or using.”

Thank you very much for your attention.

Sincerely yours,

Y. Rogovskiy,
Deputy Chairman

[Annex 11 follows]
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Contribution received from the International Community of Breeders of Asexually
Reproduced Ornamental and Fruit-Tree Varieties (CIOPORA) concerning document
UPOV/EXN/HRYV Draft 2 “Explanatory Notes on Conditions and Limitations Concerning the
Breeder’s Authorization in Respect of Propagating Material; and on Acts in Respect of
Harvested Material under the UPOV Convention”

Seleh
Communauté Infernafionale des Obtenteurs de Plantes r" 9 e
Ornementales et fruifieres de Reproduction Asexuée LI

Via e-mail
INTERNATIONAL UNION FOR THE PROTECTION OF NEW Administrative Office
VARIETIES OF PLANTS (UPOV) Gansemarkt 45
Administrative and Legal Committee Advisory Group 20354 Hamburg
Germany
34, chemin des Colombettes Bh 49 40 555 63 702
i N one: + % £
CH-1211 Geneve 20 Fax:  +48 40 555 63 703
g E-mail: info@ciopora.org
Switzerland Internet: www _ciopora.org

Hamburg, 10 October 2008

Explanatory notes on Acts in respect of harvested material under the UPOV
Convention, UPOV/EXN/HRV Draft 2

Dear members of the CAJ-AG,

CIOPORA is pleased to submit the following comments and proposals to the UPOV
document UPOV/EXN/HRV Draft 2, while repeating the comments of 19 October 2007 to
UPOV/EXN/HRYV Draft 1.

1.1 Definition of “harvested material”

Article 14 (2) of the UPOV 1991 Act [Acts in respect of the harvested material] refers
to harvested material as ... in respect of harvested material, including entire plants

and parts of plants, ...
In fact, no definition of harvested material exists.

The German Supreme Court had to deal with the term “harvested material” in its
decision X ZR 93/04 of 14 February 2006 (the court decision is attached in German
language). Legal basis of the decision was the European Community Plant Variety
Regulation 2100/94. Plant material in dispute were entire Calluna plants, sold in pots.
The Supreme Court found: ,Die von der Beklagten vertriebenen vollsténdigen
Pflanzen sind jedoch nicht aus einem auch nur im weitesten Sinne als Emte
qualifizierbaren Vorgang hervorgegangen und daher kein Emtegut"” [The entire
plants, which have been distributed by the defendant, did - even in the broadest
sense — not arise from an act that could be qualified as “harvest” and, therefore, are

no harvested material.]

As the term “harvested material” is the key term in this explanatory note, some
thoughts should be given to this issue.

1.2 On page 5 under chapter 4 (iv) the price of material to be produced is mentioned as
subject to a condition imposed by the breeder. This seems to be critical as according
to most Anti-competition laws it is strictly forbidden in the framework of a license
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contract to impose price restrictions on a licensee. The example of “price” therefore
should be deleted.

1.3  The explanations given to the term “unauthorised use” and to the notion of
“exhaustion” are still not clear enough for an explanatory note.

CIOPORA is of the opinion that at least the issues mentioned under 1.1 and 1.3 in this letter
require the re-opening of the discussion in the CAJ-AG. It seems to be appropriate to invite
the breeders’ organisations to such discussion, as they are able to contribute practical
examples and difficulties to the discussion.

With kind regards,

CIOPORA

ot |
Sy
I'I. q
Dr. Edgar Krieger
Secretary General

[End of Annex Il and of document]



