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ORIGINAL : French 

DATE: September 18, 1992 

INTERNATIONAL UNION FOR THE PROTECTION OF NEW VARIETIES OF PLANTS 

GENEVA 

ADMINISTRATIVE AND LEGAL COMMITTEE 

Opening of the Session 

Thirtieth Session 

Geneva, April 8 and 9, 1992 

REPORT 

adopted by the Committee 

1. The Administrative and Legal Committee (hereinafter referred to as "the 
Committee") held its thirtieth session on April 8, 1992, under the chairmanship 
of Mr. J.-F. Prevel (France). The list of participants is given at Annex I 
hereto. 

2. The session was opened by the Chairman, who welcomed the participants. 

Adoption of the Agenda 

3. The agenda was adopted as given in document CAJ/30/1, subject to the re­
placement in i tern 3 of the reference to document CAJ/29/6 by a reference to 
document CAJ/30/5. 

Guidelines Relating to Essentially Derived Varieties 

General 

4. Discussions were based on documents CAJ/29/2, CAJ/29/7, paragraphs 4 
to 14, and CAJ/30/5. The Committee also briefly discussed a letter from the 
Secretary General of the International Community of Breeders of Asexually 
Reproduced Ornamental and Fruit-Tree Varieties (CIOPORA), dated April 4, 1992, 
that had been received by the Office of the Union on the day preceding the 
session. The letter is reproduced at Annex II hereto. 
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Documents CAJ/29/2 and CAJ/29/7 

5. Nature and Role of the Guidelines.- The Committee approached that ques­
tion on the basis of paragraph 7 of document CAJ/29/7 (report on its twenty­
ninth session). 

6. The majority of delegations that spoke on that matter held the follow.ing 
views: 

(i) It was not necessary to draw up guidelines for lawmakers, except pos­
sibly with regard to the burden of proof, since laws should remain sufficiently 
general to admit adjustment to future developments. 

( i i) The guidelines were mainly aimed at breeders, who were required to 
manage between themselves the economic relationships resulting from extension 
of the protection of one variety to the essentially derived varieties. 

(iii) The guidelines were therefore also aimed, for example in the form of 
an expert opinion, at those authorities that would be responsible for settling 
disputes between breeders on the essentially derived nature or not of a vari­
ety. 

The delegation of Japan would have preferred guidelines aimed at the lawmakers. 

7. The importance of closely concerted action with the breeders' organiza­
tions was stressed by several delegations in view of the part to be played by 
the breeders. 

8. Several delegations pointed to the limitations suffered by the guidelines: 
examination of examples showed that they could go no further than generalities 
and, moreover, detail was likely to impede the capacity for adapting to circum­
stances. The Delegations of Germany and of Denmark proposed that there should 
be a simple collection of examples that reflected the outcome of discussions. 
The Delegation of France held that to pursue examples would rapidly lead to a 
dead end. 

9. Arrangements for Settling Disputes and the Role of the Plant Variety 
Protection Authorities.- The Delegation of the Netherlands wished for a dis­
cussion on those items. It was emphasized that disputes would arise above all 
in the form of infringement proceedings. The above-mentioned delegation drew 
attention to the advantages of having an arbitration procedure. 

10. It was pointed out that the administration of the provisions on essen­
tially derived varieties had to be separate from the plant variety protection 
authorities and from the examination of distinctness, homogeneity and stability 
of varieties (which did not, however, prevent examination also serving as a 
basis for determining the essentially derived nature of a variety). It was 
also emphasized that the officials of those authorities could be called upon 
to contribute to settling a dispute as experts designated by a court. The 
Delegation of the Netherlands explained that, in its country, the settlement 
of litigation of that type could be entrusted to the authority itself since 
the expert knowledge was to be found concentrated in that authority. Indeed, 
it recommended that solution. The Delegation of France was able to entertain 
the hypothesis of arbitration by the authority outside its official function~ 
it drew attention to the fact that the parties could wish to submit to other 
arbitration, particularly where a patent was also involved. Several delega­
tions noted that a dispute could frequently concern related matters--for 
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example, the amount of remuneration or the contractual clauses--and that the 
authorities should not be required to take a decision on such matters. 

11. Paragraph 1 of Document CAJ/29/2.- The Delegation of Japan returned to 
the question whether the provisions in Article 14(5) of the 1991 Act could be 
interpreted in such a way that, in a chain of essentially derived varieties of 
which the initial variety was not (or no longer) protected, the rights afforded 
by those provisions would apply to the first protected essentially derived 
variety. It asked the Committee to confirm that that interpretation was not 
permitted. The Committee confirmed it. The Committee also noted that the 
preliminary observations made by CIOPORA, reproduced at Annex II hereto, also 
addressed this issue. The Delegation of France pointed out that the aim of 
the authors of the provisions concerned had been precisely to prevent derived 
rights being perpetuated by transfer from one link in the chain to the next. 

12. Paragraph 8 of Document CAJ/29/2 .- All the delegations that spoke with 
regard to that paragraph were opposed to the description given for the "per­
centage of derivation." The 50\ boundary was not particularly telling and was 
likely to lead to serious technical error on the part of a non-specialist. To 
lay down a figure was also extremely hazardous where its basis was not known 
(all genetic material or the coding parts only) and where there was a genetic 
heritage common to all the varieties. 

13. Paragraph 9 of Document CAJ/29/2.- The Delegation of the United Kingdom 
pointed out the danger of analyzing every phrase, since that would raise more 
problems than it solved. Such was the case for the explanations as to the 
concept of "characteristics." 

14. Paragraph 12 of Document CAJ/29/2.- The Delegation of Japan said that 
not only did account have to be taken of the number of differences, but also 
of their significance. That point was not considered further. 

15. The Delegation of the Netherlands proposed that "there is some inconsis­
tency" be replaced by a more neutral expression. 

16. Paragraphs 15 to 18 of Document CAJ/29/2. In a written contribution 
distributed during the session, the Delegation of Japan proposed that the 
holder of the breeder's right in a variety claimed to be the initial variety 
would only have to prove that sufficient resemblance existed and, since it 
would be too difficult for him to prove the parentage relationship, that the 
second breeder would have had the possibility of access to that variety. The 
Delegation of the Netherlands was able to accept that proposal. Those of the 
United States of America and of France noted that the proposed system was not 
very far removed from the tradi tiona! system with regard to the burden of 
proof. Furthermore, they were concerned at the implicit assumption that 
certain varieties were not available for plant breeding purposes despite the 
fact that the Convention contained a "breeder's exemption." 

17. The Delegation of Japan also proposed to add a provision under which a 
protected variety was presumed not to be essentially derived in the absence of 
proof to the contrary. The Delegation of France emphasized that the existence 
of a breeder's right permitted only the presumption that its subject matter 
was distinct, homogeneous and stable, and that it had been new at the date of 
the application. It was therefore not able to support the proposal. The 
Delegation of the United States of America observed that a defendant was at 
liberty to oppose the request by submitting that the variety claimed to be the 
initial variety was itself essentially derived. That was but the normal course 
of the court procedure in that type of litigation and of the rules on the 
burden of proof. Generally, one had to assume that the owner of a right, here 
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the plaintiff, had sufficient knowledge of the right to exercise it correctly, 
as also of the genealogy of his variety and the legal implications thereof. 

18. The Delegation of Denmark expressed a general reservation on the reversal 
of the burden of proof, in view of legal tradition in Denmark. 

19. Paragraphs 19 and 20 of Document CAJ/29/2.- The Delegation of the United 
Kingdom noted that the difference between the initial variety and the essen­
tially derived variety could be just in one single characteristic and that its 
checking could require a complex test, for example at molecular level; it 
wondered whether it was truly necessary to have recourse to such a test. The 
Delegations of Germany and of France replied that no given test or type of 
test could be excluded in principle from the examination of distinctness. 

20. The Delegation of Germany suggested, in that respect, that the technical 
questionnaires be amended to enable the breeder to state the derivation method 
and also the tests by which the differences could be identified. The Delega­
tion of France did not wish that those questionnaires should in fact become 
declarations of dependence; in its view, they already enabled all the useful 
information to be provided. 

21. The Delegation of the United States of America observed that any limita­
tion of the tests used by the examination authorities would act in favor of the 
breeder of the initial variety. It was also noted that the use of molecular 
tests would require homogeneity at the molecular level concerned, that such 
homogeneity would be difficult to obtain and that the practical value of such 
tests was lessened as a result. 

22. Paragraph 21 of Document CAJ/29/2.- The Committee wanted that paragraph 
to be redrafted in order to avoid the problem of percentages. 

23. Paragraphs 22 and 23 of Document CAJ/29/2.- The Committee decided that 
the matter dealt with in those paragraphs should not be contained in the docu­
ment to be submitted to the meeting with international organizations. It was 
nevertheless agreed that it would be useful to have information on the solu­
tions that would be adopted by the States for implementing the new provisions 
involved. 

24. With regard to the option set out in paragraph 22(i), (full "ret~oactive­
ness"), opinions varied on its compatibility with Article 40 of the 1991 Act 
(Preservation of Existing Rights) and, more generally, its relevance. It was 
emphasized in that respect that breeders' rights did not afford a right to act, 
but simply a right to prohibit; on the basis of that concept, there would be 
no conflict with Article 40. 

25. With regard to the option set out in paragraph 22(ii) (application of the 
new provisions to essentially derived varieties for which protection is re­
quested after entry into force of the provisions), it was emphasized that other 
acts could be taken as the reference, for instance creation or marketing; the 
filing of an application for protection was moreover an act of reference that 
would make it possible to escape the new provisions, since it would suffice 
not to apply for protection. 

26. With regard to the option set out in paragraph 22(iii) (no "retroactive­
ness": the new provisions apply only to initial varieties for which protection 
is sought or obtained after their entry into force), it was noted that it 



CAJ/30/6 
page 5 

0~37 

penalized breeders who would have applied for or obtained protection under the 
existing law and that it could therefore disturb the operation of the protec­
tion system during the transitional phase. 

27. Document to be Submitted to the Sixth Meeting with International Organi­
zations.- The Committee agreed that _document CAJ/29/2, without Part VII, 
should be the basis for the document to be submitted to the sixth meeting with 
international organizations, it being understood that such document would not 
be a draft for the guidelines referred to in the Resolution on Article 14(5) 
adopted by the Diplomatic Conference. It was emphasized, in particular, that 
the guidelines should not enter into the detail given in paragraphs 6 et seq 
of document CAJ/29/2. 

Draft Position Paper From ASSINSEL (Document CAJ/30/5) 

28. The Committee ascertained that the draft document contained views that 
were very close to its own and noted that fact with interest. 

Preliminary Observations by CIOPORA (Annex II hereto) 

29. It was noted that the observations were of a fundamental nature and called 
into question, in part, the provisions contained in the 1991 Act. Since they 
did not contribute to the formulation of practical guidelines for the adminis­
tration of arrangements based on the concept of essentially derived varieties, 
the Committee did not examine them further. 

30. The Delegation of France, however, noted that the observations drew a 
parallel between dependency under patent law and "dependency" based on Arti­
cle 14(5) of the 1991 Act. Although such a parallel made it possible to reach 
certain conclusions that were correct, it was nevertheless true that the legal 
and technical bases of the two principles were altogether different. 

Definition of the Variety and Use of Multivariate Analysis 

31. Discussions were based on document CAJ/30/2. 

32. The Committee held that no provision in the 1991 Act opposed the pooling 
of two or more series of data, each relating to one characteristic, by means 
of a multivariate analysis and that it was for the experts to say whether such 
analysis should be used for distinctness examination. It was also noted that 
there was confusion, in the above-mentioned document, with regard to the 
analysis methods involved, between the pooling of statistical data and the 
combination of such data to constitute a complex characteristic (length/width 
ratio, for example). 

Conditions for the Examination of a Variety Carried Out by the Breeder 

33. Discussions were based on document CAJ/30/3. 

34. The Committee noted that it was not always possible or necessary to re­
quire the deposit of a sample. It was therefore agreed to recommend the fol­
lowing text for subparagraph (b) of the 1976 declaration, the relevance of 
which should be confirmed by the Council: 
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"(b) the applicant, if requested to do so, deposits in a 
designated place, and within a time limit set by the authority, a 
sample of the propagating material representing the variety." 

Fees in Relation to Cooperation in Examination 

35. Discussions were based on document CAJ/30/4. 

36. The following elements emerged from the discussions: 

(i) It was not possible to harmonize fees, particularly in view of the 
facts referred to in paragraph 3 of the above-mentioned document. Consequent­
ly, operative paragraph 3 of the Recommendation on Fees in Relation to Coopera­
tion in Examination had become pointless. 

(ii) Opinions were divided on the usefulness of separating the charges con­
nected with cooperation in examination from the national fee scales (that is 
to say to permit those charges to be set at a level differing from that of the 
corresponding examination fee). The majority was in favor of separation and 
of the setting of the charges at bilateral or multilateral level by the States 
party to the cooperation agreements. The Delegation of Japan preferred charges 
to be set at UPOV level and therefore reserved its position. 

(iii) Opinions were divided as to the usefulness of increasing the 350 Swiss 
franc charge levied where examination results were taken over. The majority 
was in favor of its maintenance. 

37. In view of the above, the Committee agreed to propose to the Council that 
it repeal the Recommendation on Fees in Relation to Cooperation in Examination, 
the Model Agreement for International Cooperation in the Testing of Varieties 
being revised with a view to incorporating those elements still relevant from 
the Recommendation and to setting out the basis for determining the charges 
referred to in paragraph 36(ii) above. 

Change in the Law of Germany 

38. The Delegation of Germany announced that the first Amending Law (of 
March 27, 1992) to the Plant Variety Protection Law had entered into force on 
April 8, 1992, the day of the Committee's session. The effects of that Law 
were as follows: 

(i) The list of species was deleted and protection was henceforth available 
for all plant varieties. 

(ii) The requirement for reciprocity had been deleted. 

(iii) In the case of varieties of trees and of plants normally used as fruit 
or ornamental plants, protection had been extended as follows: 

(a) to all propagating material produced for commercial purposes (there 
was therefore no longer a "farmer's privilege"): 

(b) to plants and parts of plants obtained from propagating material 
produced without the consent of the breeder and marketed or imported with 
a view to marketing. 
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39. The Committee was informed that Mr. John Roberts (United Kingdom) was soon 
to retire and that he was participating for the last time in a session of the 
Committee. The Committee thanked Mr. Roberts for his activities on behalf of 
UPOV and wished him a long and happy retirement. 

40. This report has been adopted ~ 
correspondence. 

[Annexes follow] 
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LISTE DES PARTICIPANTS*/LIST OF PARTICIPANTS*/TEILNEHMERLISTE* 

I. ETATS MEMBRES/MEMBER STATES/VERBANDSSTAATEN 

ALLEMAGNE/GERMANY/DEUTSCHLAND 

Hans-Walter RUTZ, Regierungsdirektor, Bundessortenamt, Osterfelddamm 80, 
Postfach 61 04 40, 3000 Hannover 61 

Georg FUCHS, Regierungsdirektor, Bundessortenamt, Osterfelddamm 80, 
Postfach 61 04 40, 3000 Hannover 61 

BELGIQUE/BELGIUM/BELGIEN 

Walter J.G. VAN ORMELINGEN, Ingenieur agronome, Service de la protection des 
obtentions vegetales, Ministere de !'agriculture, Manhattan Center, Office 
Tower, Avenue du Boulevard 21, 1210 Bruxelles 

DANEMARK/DENMARK/DAENEMARK 

Flemming ESPENHAIN, Chairman, Plant Novelty Board, Plant Directorate, 
Skovbrynet 20, 2800 Lyngby 

ESPAGNE/SPAIN/SPANIEN 

Ricardo LOPEZ DE HARO, Director Tecnico de Certificaci6n y Registro de 
Variedades, Institute Nacional de Semillas y Plantas de Vivero, Jose 
Abascal, 56, 28003 Madrid 

Jose M. ELENA ROSSELLO, Jefe de Area del Registro de variedades, Institute 
Nacional de Semillas y Plantas de Vivero, Jose Abascal 56, 28003 Madrid 

Rafael M. DE LA CIERVA GARCIA-BERMUDEZ, Jefe Brevets Mecanicas, Registro 
Propiedad Industrial, Calle Panama 1, 28071 Madrid 

ETATS-UNIS D'AMERIQUE/UNITED STATES OF AMERICA/VEREINIGTE STAATEN VON AMERIKA 

Lee J. SCHROEDER, Senior Counsel, Office of Legislation and International 
Affairs, Patent and Trademark Office, U.S. Department of Commerce, Box 4, 
Washington, D.C. 20231 

Alan A. ATCHLEY, Plant Variety Examiner, USDA/AMS/SD/PVPO, National 
Agricultural Library, Room 500, 10301 Balt. Blvd., Beltsville, MD 20705 

Michael J. ROTH, Chief Patent Counsel, Pioneer Hi-Bred International Inc., 
700 Capital Square, 400 Locust Street, Des Moines, Iowa 50309 

* Dans l'ordre alphabetique des noms fran~ais des Etats/In the alphabetical 
order of the names in French of the States/In alphabetischer Reihenfolge 
der Namen der Staaten in franzosisch 
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Jean-Fran9ois PREVEL, Ingenieur en chef d'agronomie, Chef du Service officiel 
de centrale et certification, Groupement national interprofessionnel des 
semences et plants (GNIS), 44, rue du Louvre, 75001 Paris 

, 
Fran9ois GOUGE, President, Comite de la protection des obtentions vegetales, 
Ministere de !'agriculture, 11, rue Jean Nicot, 75007 Paris 

Nicole BUSTIN (Mlle), Secretaire general, Comite de la protection des 
obtentions vegetales, Ministere de !'agriculture, 11, rue Jean Nicot, 
75007 Paris 

Joel GUIARD, Directeur adjoint, Groupe d'etude et de centrale des varietes et 
des semences (GEVES), La Miniere, 78285 Guyancourt cedex 

HONGRIE/HUNGARY/UNGARN 

Erne SZARKA, Head, Patent Section for Biotechnology and Agriculture, National 
Office of Inventions, Garibaldi u. 2, 1054 Budapest 

IRLANDE/IRELAND/IRLAND 

John V. CARVILL, Controller, Plant Breeders' Rights, Department of Agriculture 
and Food, Agriculture House, Kildare Street, Dublin 2 

ISRAEL 

Shalom BERLAND, Legal Adviser, Registrar of Plant Breeders' Rights, Ministry 
of Agriculture, Arania St. 8, Hakiria, Tel Aviv 

ITALIE/ITALY/ITALIEN 

Pasquale IANNANTUONO, Conseiller juridique, Service de la propriete 
intellectuelle, Ministere des affaires etrangeres, Palazzo Farnesina, 
00100 Rome 

JAPON/JAPAN/JAPAN 

Yasuhiro HAYAKAWA, Deputy Director, Seeds and Seedlings Division, Agricultural 
Production Bureau, Ministry of Agriculture, Forestry and Fisheries, 
1-2-1 Kasumigaseki, Chiyoda-ku, Tokyo 

Taiichiro MAEKAWA, First Secretary, Permanent Mission of Japan, 3, chemin des 
Fins, 1211 Geneva 19, Switzerland 

Akinori YAMAGUCHI, Deputy Director, Examination Standard Office, Coordination 
Division, Second Examination Department, Patent Office, 3-4-3 Kasumigaseki, 
Chiyodaku, Tokyo 
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PAYS-BAS/NETHERLANDS/NIEDERLANDE 
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Barteld P. KIEWIET, Chairman, Board for Plant Breeders' Rights, P.O. Box 104, 
6700 AC Wageningen 

w. J. WOLFF, Ministry of Agriculture and Fisheries, Bezuidenhoutseweg 73, 
The Hague 

Paul H.M. VAN BEUKERING, Secretary, Board for Plant Breeders' Rights, 
P.O. Box 104, 6700 AC Wageningen 

ROYAUME-UNI/UNITED KINGDOM/VEREINIGTES KOENIGREICH 

John ARDLEY, Deputy Controller, Plant Variety Rights Office, White House Lane, 
Huntingdon Road, Cambridge CB3 OLF 

John ROBERTS, Senior Executive Officer, Plant Variety Rights Office, White 
House Lane, Huntingdon Road, Cambridge CB3 OLF 

SUEDE/SWEDEN/SCHWEDEN 

Evan WESTERLIND, Head of Office, Statens Vaxtsortnamnd, Box 1247, 171 24 Solna 

SUISSE/SWITZERLAND/SCHWEIZ 

Maria JENNI (Frau), Leiterin des Buros fur Sortenschutz, Bundesamt fur 
Landwirtschaft, Mattenhofstrasse 5, 3003 Bern 

Catherine METTRAUX (Frau), Juristin, Bundesamt fur geistiges Eigentum, 
Einsteinstrasse 2, 3001 Bern 

TCHECOSLOVAQUIE/CZECHOSLOVAKIA/TSCHECHOSLOWAKEI 
, 

Josef TICHY, Ministry of Agriculture of the Czech Republic, Tesnov 17, 
170 00 Prague 

~ ~ 

Valeria RYBAROVA (Mrs.), Technical expert, UKSUP, Matushova 21, 
800 00 Bratislava 

,~ 

Milan VASA, Head, Breeding Department, Jankovcova 18, 170 00 Prague 1 

II. ETATS OBSERVATEURS/OBSERVER STATES/BEOBACHTERSTAATEN 

FINLANDE/FINLAND/FINNLAND 

Arto VUORI, Adviser, Department of Agriculture, Ministry of Agriculture and 
Forestry, Hallituskatu 3B, 00170 Helsinki 
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GRECE/GREECE/GRIECHENLAND 
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Gerasimos APOSTOLATOS, Responsible for Breeders' Rights, Ministry of 
Agriculture, 2 Acharnon St., 101-76 Athens 

MAROC/MOROCCO/MAROKKO 

Mohamed TOURKMANI, Chef du Service du centrale des semences et des plants, 
B.P. 1308, Rabat 

Amar TAHIRI, Catalogue officiel, Service du centrale des semences et des 
plants, B.P. 1308, Rabat 

NORVEGE/NORWAY/NORWEGEN 

Magne STUBSJPEN, Director General, Ministry of Agriculture, Akersgt. 42, 
0030 Oslo 

ROUMANIE/ROMANIA/RUMAENIEN 

A 

Nicolae PIRVU, President, State Commission for Variety Testing and Licensing, 
Ministry of Agriculture, Marasti 61, 71 329 Bucharest 1 

Adriana PARASCHIV (Mrs.), Head, Examination Department, State Office for 
Inventions and Trademarks, Str. Jon Ghice 445, Sector 3, 70018 Bucharest 

Ion SUTA, Inspecteur de la production des semences, Ministere de !'agriculture 
et de !'alimentation, Secteur No I, 24, Boulevard Carol II, Bucarest 

TuRQUIE/TURKEY/TUERKEI 

Hakki GU~UK, Conseiller economique, Mission permanente de la Turquie, 
28, chemin du Petit-Saconnex, 1209 Geneve, Suisse 

III. ORGANISATION INTERGOUVERNEMENTALE/ 
INTERGOVERNMENTAL ORGANIZATION/ 
ZWISCHENSTAATLICHE ORGANISATION 

COMMUNAUTE ECONOMIQUE EUROPEENNE (CEE)/ 
EUROPEAN ECONOMIC COMMUNITY (EEC)/ 
EUROPAEISCHE WIRTSCHAFTSGEMEINSCHAFT (EWG) 

Dieter M.R. OBST, Chef adjoint d'unite, Commission des Communautes 
europeennes, Direction generale de !'agriculture, 200, rue de la Loi 
(Loi 84-1/llA), 1049 Bruxelles, Belgique 
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IV. BUREAU/OFFICER/VORSITZ 

Jean-Fran~ois PREVEL, President 
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V. BUREAU DE L'UPOV/OFFICE OF UPOV/BUERO DER UPOV 

Barry GREENGRASS, Vice Secretary-General 
Andre HEITZ, Director-Counsellor 
Max-Heinrich THIELE-WITTIG, Senior Counsellor 
Makoto TABATA, Senior Program Officer 

[L'annexe II suit/ 
Annex II follows/ 

Anlage II folgt] 
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ANNEX II/ANNEXE II/ANLAGE II 

CIOPORA 
COIMJNAU'It INmiNATIOHAI.EDEB 081ENialll D1! PI.ANid ORNEIIEN1'ALES ET FRUI1'Ib 

DE fiiJIROOUCI10N AIP'IR 

Mr. Barry 6REEN6RASS 
Vice-Secretary General 
UPOY 
Chemin des ColOibettes 
GENEVA 

CORRESPONOANCE: V1UANTIPOLJS N' II • ROU1F DES DOLINfS • OS!ID VALBONNE •I'RANCE 
7R. ~ liS If ID • FAX 13110 04 09 

April 4, 1992 

Ra.& •Essentially derived varieties• under tht 1gg1 UPOV Convention 

Dear Mr 6reengrass, 

Early this year you asked • whether CIOPCilA had Mde any c011118nts or 
published any posttton pa~r an the abovt•llfttiontd subject and I replied in 
the negative txplatntng that this .. ttlr would be one of the items under 
discussion at our next International Sy.post• which ts to be held tn Munich 
an Septelblr 17 and 18, 1g~. 

However, durfng our recent Board Meeting 1n Barcelona on March 27, 1992, we 
had the opportunity to discuss thts litter and fn order to give you a few 
hints on the present views of our llelllbers, I send you enclosed a rtsum6 of the 
provisional remarks and thoughts •x~rtssed during our 18etfng and on which 
concurrence of OP.inions was reached. Of course the enclosed does not represent 
any official position of our association since it has not yet been the subject 
of a discussion of our Annual General Meettnp· And as ~ probably know our 
assoc1atton fs nat a federation of nationa associations but, instead, fs 
composed of individual ... rs havi!lg one vote each so that any official 
position has to be ratified by the A6M. 

ln order to be able to continue and Mice progress fn our study of this 
d1ff1cult probl .. we shall ~ally aP.prectatt being regularly copted of any 
UPOV docnents that ,our Office •Y putiltsh as well as of any survey, articles 
or even case law that you •fght b8 infor.ed of. -

Sincerely yours, 

R. Rayon 
Stcretary General 
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Provisional Thoughts and CGIIIntl of CIOPORA on the probl81 af 
1 dependenc,• and •essentially derived varieties• under the niW 
March 1111 Act of the UPOY Convention (article 14.5) 

I 

First of all CIOPORA wishes to reiterate its views that paragraph (ff) of 
1rt1:1: 14 (S)(a) has nothing to do with 'diPindlr.cy• iftd should have bean 
incorporated fnto another part of arttclt 14 or, bitter still, of artfcli 7 
of the Convention. Indeed, thts paragraph ts related both to 

• the problem of ••tntmum distances• (nonobvtausnass or inventive step) 
between varieties of common knowledge and varieties which do nat ...t the 
pratecttan requf..-nt•r and 

• t~e probl• of infrfngeMnt of •paruittc• varieties where the 
varieties of c0110n knowledge are protected vartettes. 

CIOPORA considers it essential that, whether under the present Convention or 
under the Revised UPOV Convention, har10ntzed rules of •fniiUI distances in 
DUS tests be organized fn order to elt•tnate such parastttc var1ettes from the 
very stage of examination because they are w1th1D the perimeter of mfnfmu• 
distancesl. Otherwise, as a pending case is now d81Dnstrating in Israel, the 
whole system of protection of breeders• rights under the UPOV Convention would 
be deprived of any interest for breeders. 

The following thoughts on Dependency will, as 1 consequence of the preceding 
remarks, be limited to varieties falling under article 14(5)(a)(f) 
[•essentil11y drrfvld vlrf•tt•s-], since 14(S)(a)(fti) is a case of 
•dependency• alreadJ covered by the present (1961 and 1978) Convention. 
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II 

1 - CJOPORA basically considers that, although the concept of •Dependency• 
under the new article 14(5)(a)(t1) af the liil UPOY Convention has been poorly 
warded (see CIOPORA's ca.~ents on UPOV doCUIInt DC/gl/3 of November g, li90 
and notably on the words •essentially•, ·~inantly• and •conform•), one 
should not repeat the •tstake of the 1979 •Guidelines on DeftQiinations• and 
run the risk of weakening the concept of Dependency such as defined tn the 
Convention by .are restrictive Gutdeltnes. 

2 - ClOPORA considers that, in view of the increasing proble• of interface 
between traditional breeding and genetic engineering, and since genetic 
infor.etion will be basically protected by patents, Dependency shall 
necessarily have to be organized by nattonal legtslatton and interpreted by 
the Courts in a similar way, whether tt applies to 

• plant vartettes, protected by breeders' rights certificates, plant 
patents or utfltty patents, or to 

• t~==ti:~: ~1~ti"; tc b1ctecb=c1o:r, protected by patents. 

3 • Whether tn the case of plant varieties or of industrial inventions, 
Dependency must be considered as a specific case of tafring nt between an 
initial and already •protected• varietr or invention and a subsequent variety 
or invention which, altboygb tt ts •dtst1nct II!QIIIh• w bf •ntectabJa• by 
I ptttDt PI" I brndtrt1 rfghtl certtffcate• fl ttf ]1 tqp •cJp11• tg the 
initial procluct and consequently taUs within the tcppt Qf rights conferred 
on the 1n1t1ol grvdys~. 

CIOPCRA agatn insists that whtlt patlntlbtltty or •protectab11ity• by 
breeders • rights of 1 variety has to be assnsed by dtfftriJIRII (PROVIDED such 
differences do represent a certain •inventive sttp• or certain ••ini•m 
distances• with existing varieties), 1nfringe~~nt has to be appraised by the 
stw11artt1tt wfth or rw•flblance to already protected varieties. 

Dependency should therefore exist where the •essential characteristics• of a 
protected variety are reproduced in another subsequent variety. 

4 - Where A is protected and A" ts essentially derived froiD A• which, 
itself, is essentially derived fro. A, CJOPORA considers that A* lUSt be 
dependent upon A if, like A•, it reproduces tht essential characteristics of 
A (thts 11 normally the case wtth 1Utlt1ons). CIOPORA tnterprttes article 
14(5)(b)(1) as .. antng exactly this. 

2 
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Where A is no longer protected but A+ is still protected, CIOP(MA 
wonders whether tt is right to exclude dependency in such a case [last part 
of 14(5)(a)(i)]. Indeed, when .arding the 1991 Convention, one should have 
more carefully considered the following• 

(a) The purpose of the new provisions of the 1991 UPOV Convention 1s 
to better protect the research efforts of the breeder of the initial 
variety and to avoid that 18re 'finders• should freely and easily cash 
in on such efforts. 

(b) In the present stage of technology, ft IIY be impossible to prove 
whether A" 1s essentially derived fro. A• or fro. A. 

(c) In many 1 nstancas, the breeder of the 1 n 1t 1 a 1 var 1ety w111 
h1•self find or provoke mutations on his own initial variety. And, 
since an fn1t1a1 variety A .. y be rapidly evtcted fro. the .. rket by 
one of such ~tattons, tt .. y therefore btcale too expensive for the 
breeder to continue to maintain tts title uf protection on A whereas he 
w111 continue to protect the IUtattan (A• for instance). 

(d) And in the case of •plant var1ettes•, what is protected in an 
essentially derived variety A• is DDt the dtst1nct charactaristtc P'r 
sa (:) but the vartltJ ttself, taken as a whole. 

Therefore, if A is no longer protected but A• ts protected (or controlled) by 
the breeder of the arfgtnal variety A and ff A* is essentially derived fro• 
A• 'whtle retatntng the essential characteristics of A•, tt .ay be wrong to 
exempt the ftnder of A* froa dependency. 

5 - L 1ke in dependency for industrial products, where a title of protection 
(patent or breeders• rights certfficatl) for an essentially derived variety 
15 dependent upon a fon~~~r title of protection granted on the initial variety, 
the breeder of the tnitfal variety or holder of the •controlling• title should 
be able to oppose the com~~rctal exploitation of the second title because it 
infringes on his prior rights. 

As far as ornamental and fruit tree plant.vartettes are concerned, there 
should be no ca~pulsor,y licensing since publtc interest fs hardly concerned 
by such plants and one should leave tt to private contractual law provisions 
1n license agree .. nts and to the competent jurisdictions to take care of the 
conflicts that .. Y arise 1n such sttuattons of dependency. 

6 - Dependency 1n the field of plant varieties does not offer any spec1f1c 
origfnaltty compared wtth patented industrial inventions. It 11y only occur 
more often especially in the case of •tattons. 
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