
i:\orgupov\shared\document\caj\47\caj_47_08_report_e.doc

E
CAJ/47/8
ORIGINAL:  English
DATE:  September 15, 2003

INTERNATIONAL UNION FOR THE PROTECTION OF NEW VARIETIES OF PLANTS
GENEVA

ADMINISTRATIVE AND LEGAL COMMITTEE
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REPORT

adopted by the Committee

Opening of the Session

1. The Administrative and Legal Committee (CAJ) held its forty-seventh session in
Geneva on April 10, 2003, under the Chairmanship of Ms. Nicole Bustin (France).

2. The list of participants is given in Annex I to this report.

3. The session was opened by the Chairperson, who welcomed the participants.  She
extended a special welcome to the Delegation of Belarus, a State which had become the fifty-
second member of the Union on January 5, 2003.  The Delegation of Belarus expressed its
gratitude to the Office of the Union and the members of the Union for the assistance given to
Belarus in the process of its accession to the UPOV Convention (1991 Act).

4. The Chairperson also informed the CAJ of the accessions of the Czech Republic and
Hungary to the 1991 Act of the UPOV Convention.

Adoption of the Agenda

5. The Chairperson noted that a new agenda item, entitled “Memorandum Prepared by the
Office of UPOV on the Genetic Use Restriction Technologies” (document CAJ/47/7), had
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been added to the revised draft agenda (document CAJ/47/1 Rev.).  The Chairperson proposed
to take this new item as the first item after the adoption of the agenda.

6. The CAJ adopted the revised agenda as given in document CAJ/47/1 Rev.

7. The Chairperson informed the CAJ that the report of the forty-sixth session (document
CAJ/46/8) had been adopted by correspondence.  She further added that the Technical
Committee, during the discussion of document TC/39/11, entitled “Extension of Protection to
Hybrid Varieties Through Protection of Parent Lines”, had decided to delete the information
footnote concerning the word “hybrid” which appeared on page 2 and in the Annex of
document TC/39/11.  For consistency, the Chairperson proposed the deletion of the same
footnote which appeared twice in document CAJ/46/8, on page 8 and on page 1 of Annex III.
The CAJ agreed with the proposal by the Chairperson and agreed that a revised version of the
Report (document CAJ/46/8 Rev.) should be prepared.

Memorandum Prepared by the Office of UPOV on the Genetic Use Restriction Technologies

8. Discussions were based on document CAJ/47/7.  The Vice Secretary-General
introduced the document and informed the CAJ that the Conference of the Parties (COP) to
the Convention on Biological Diversity (CBD) in its Decision VI/5, had invited UPOV to
examine, in the context of its work, the specific intellectual property implications of the
genetic use restriction technologies (GURTs), particularly in respect of indigenous and local
communities, and to further study their potential impacts on small farmers, indigenous and
local communities and on farmers’ rights.  UPOV was also invited to study the applicability
of existing, or the need to develop new, legal mechanisms to address the application of
GURTs.

9. The Vice Secretary-General explained that the Consultative Committee had been
informed at its sixty-fourth session on October 23, 2002, of the aforementioned invitation and
that the Vice Secretary-General had reported that the Office of the Union (the Office) would
submit a paper on this issue.  The Memorandum prepared by the Office was sent to the
Secretariat of the CBD on January 10, 2003.  In response to a request from the Delegation of
the United States of America, and in order to discuss this Memorandum, a new item had been
introduced in the agenda to this meeting.

10. The Vice Secretary-General noted that the decision of the COP addressed a broad
question, but explained that the Office had seen an opportunity to present the advantages of
the UPOV Convention and had sought to limit its comments to the intellectual property
aspects.  He recognized that the Memorandum had raised certain concerns, and it was
advisable that the CAJ discuss this matter with the aim of developing a document, which
could be adopted by the Council of UPOV as a UPOV Position and supersede the
Memorandum of the Office.

11. The Chairperson invited the CAJ to use the Memorandum prepared by the Office as the
basis for the development of a paper which could be submitted to the Consultative Committee
and the Council, for adoption, as a UPOV Position.  She further invited the Delegation of the
United States of America to comment.

12. The Delegation of the United States of America indicated that its comments appear in
Annex II of document CAJ/47/7.  More precisely, the comments addressed two different
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matters.  One concerned procedural aspects and the other related to the substance of the
Memorandum.

13. The Chairperson indicated that procedural aspects were the competence of the
Consultative Committee and the Council of UPOV.  Those were the bodies which delegated
functions to the CAJ and defined the obligations for the functioning of the Office.

14. It was agreed that the procedural aspects would be referred to the Consultative
Committee at its sixty-fifth session on April 11, 2003.

15. With regard to substance, the Delegation of the United States of America gave a
detailed explanation of its concerns about the way reference to the GURTs technology was
made in the Memorandum, as provided in the proposal in Annex II of document CAJ/47/7.
The Delegation was in favor of the adoption of a new document, but considered that, if
consensus was not achieved during the present session, the Office should request the
Secretariat of the CBD to retract the Memorandum.

16. The Delegation of Australia supported a review of the Memorandum.

17. The representatives of the International Seed Federation (ISF) and the International
Community of Breeders of Asexually Reproduced Ornamental and Fruit-Tree Varieties
(CIOPORA) also expressed concern with the way the GURTs technology was addressed in
the Memorandum.  The representative of ISF also indicated that the comparison between the
GURTs technology and hybrids should be removed.

18. The Delegations of Germany and Sweden noted the difficulties there could be in
reaching agreement which could provide a basis for a new document during the present
session, due to the complexity of the matter and the time constraints.

19. The Delegation of Colombia was in favor of analyzing the Memorandum to enable the
Council to adopt a UPOV Position on April 11, 2003.

20. The Delegation of Ireland indicated that there were difficulties in trying to reach an
agreement now, but that there were also difficulties in trying to fully research the matter and
reach an agreement at a later stage.

21. The Delegation of France was in favor of discussing the Memorandum and finding a
way to reach consensus.

22. The Chairperson considered that withdrawal of the Memorandum without a document
to replace it would not be a constructive solution.  She invited the CAJ to develop a UPOV
Position, based on the Memorandum, and requested the Office to prepare a proposal to
facilitate discussions.

23. The Vice Secretary-General proposed modifications of the Memorandum in order to
reflect the concerns and suggestions of improvements expressed during the discussion by
delegations of members and representatives of observer organizations.  More precisely,
references to hybrids and GURTs that caused concern were removed and certain provisions of
the UPOV Convention were further clarified.  The Chairperson invited delegations and
observers to comment on the draft paper.  The final document which resulted from that
exercise is reproduced in Annex II to this document.
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24. The Delegations of Australia, Brazil, Colombia, Mexico and the United States of
America and the representatives of CIOPORA, ISF and the World Intellectual Property
Organization (WIPO) suggested various drafting proposals for the first sentence of the third
paragraph for the “Background” section in page 2 of Annex II to this document.  Three
options were identified in those deliberations and it was agreed that the Consultative
Committee should be invited to make the final recommendation to the Council after further
consideration of these options.

25. Subject to the recommendation of the Consultative Committee, in relation to the three
options identified by the CAJ in paragraph 24, above, the CAJ approved the final document
(Annex II to the present document) as the “Position of the International Union for the
Protection of New Varieties of Plants (UPOV) concerning Decision VI/5 of the Conference of
the Parties to the Convention on Biological Diversity (CBD),” and recommended its adoption
by the Council of UPOV on April 11, 2003.

The Notion of “Essentially Derived Variety” in the Breeding of Ornamental Varieties

26. The Chairperson informed the CAJ that, due to time constraints, it had not been possible
to deal with this item during the forty-sixth session of the CAJ.

27. Discussions were based on document CAJ/46/7.  The Vice Secretary-General
introduced the document, which was a response to a request from the Technical Committee to
consider the possibility that a breeder who develops an “improved form” of his own protected
variety would, under the provisions of the 1991 Act of the UPOV Convention, have
protection for his “improved form,” if it was considered to be an essentially derived variety.

28. The Chairperson clarified that discussions on this matter and the questions raised in the
document did not refer exclusively to ornamentals, but were applicable to all varieties.

29. In reply to a question posed by the Delegation of the Netherlands, the Chairperson noted
that the different situations explained in the document were not restricted to seed-propagated
varieties and were applicable to different varieties, regardless of their propagation method.

30. The representative of ISF clarified the original context of the request to prepare this
document, explaining that ISF had given advice on this matter to breeders of seed-propagated
ornamental varieties, to seek legal protection for the improvements resulting from their
breeding activities in recognition of their particular economic circumstances.  It was explained
to those breeders that the application of the provisions on essentially derived varieties of the
1991 Act of the UPOV Convention permitted, in some cases, extension of the protection of
the initial variety to breeding results which conformed with the notion of an essentially
derived variety.  Those clarifications were reported in the Technical Working Party on
Ornamental Plants and Forest Trees and the matter was brought to the Technical Committee,
which referred it to the CAJ.

31. The representative of the European Community recommended that the use of the term
“improved” in “improved form” should be avoided and suggested the use of a more neutral
term such as “another form” or a “further development.”  He proposed to clarify that
paragraph 5 of the document related to the viewpoint of the breeder of the initial variety, to
provide a basis which was more consistent with the examples given later in the document.
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32. The Delegation of the United States of America agreed with the Chairperson that the
document did not only relate to ornamentals, and proposed to delete the word “ornamentals”
from the title.  It further proposed a minor drafting change in paragraph 5 of the document to
substitute the word “which” by the word “where” as provided in Article 14(5)(i) of the
1991 Act.  The Delegation was also in favor of a change of the term “improved.”

33. The Delegation of France suggested that some reformulation in paragraph 3 might be
necessary to avoid conveying the message that the initial variety might not be uniform.  The
Delegation also proposed the modification of the first sentence of paragraph 11 as the current
drafting “cannot be commercially exploited” created some confusion.

34. The Chairperson agreed that the term “improved form” was not appropriate, whilst
noting that it seemed difficult to find a suitable alternative.

35. In reply to the suggestion by the representative of ISF to use the term “derived form,”
the Technical Director suggested that that might create confusion with the concept of
essentially derived variety.

36. The representative of the European Community suggested “selected form.”

37. The Delegation of Germany noted that breeding did not always lead to an improved
result, but sometimes only to a change.

38. Subject to minor redrafting in paragraphs 3, 5 and 11, as provided above, the removal of
the word “ornamental” in the title of the document and the replacement of the term “improved
form” by a suitable alternative, the CAJ approved the substance of document CAJ/46/7.  The
amended version of document CAJ/46/7, as approved by the CAJ, appears in revision mode in
Annex III to this document.

Specific Issues Concerning the Interface Between Patents and Breeders Rights

39. The Chairperson introduced the first part of document CAJ/47/2 dealing with the
recommendation concerning the adoption by the Council of UPOV of a position paper on
“Specific Issues Concerning the Interface Between Patents and Breeders’ Rights,” based on
document CAJ/46/2, as modified and approved by the CAJ, which appeared in the Annex to
document CAJ/47/2.  She invited the CAJ to express its views in relation to the above
recommendation.

40. The representative of the European Community referred to paragraph 21 of the Annex
to document CAJ/47/2 and indicated that the European Community had adopted a Directive
on Biotechnological Inventions providing for the possibility of cross-compulsory licensing
between plant breeders’ rights and patents.  He noted that the condition governing this
provision was not the public interest requirement, but a similar notion to the one provided in
paragraph 21 of the Annex to document CAJ/47/2:  “significant technical progress of
considerable economic interest.”  That Directive had had legislative consequence for the
States of the European Community and for the Basic Regulation of the Community Plant
Variety Office.  In the opinion of the representative, the condition governing the
cross-compulsory license system was not contrary to the principles of the UPOV Convention.
He expressed some concern in relation to paragraph 21 of the Annex to document CAJ/47/2



CAJ/47/8
page 6

because it suggested a tension between the criteria of technical progress of economic
importance and the notion of public interest.  As a consequence, he proposed the deletion of
paragraph 21.

41. The Chairperson, whilst understanding the concerns of the representative of the
European Community, recalled that the paper in the Annex to document CAJ/47/2 reflected
considerations in relation to the UPOV Convention and that the Convention was only
concerned with the notion of public interest.  She concluded that a decision on this matter
could not be reached during the present session due to time constraints and further discussions
on this item would take place at the forty-eighth session of the CAJ in October 2003.

Program for the Forty-Eighth Session

42. It was agreed that the program for the forty-eighth session would include the following
items:

1. Specific issues concerning the interface between patents and breeders rights

2. Publication of variety descriptions

3. Transfer of material for the purposes of examination of distinctness, uniformity
and stability:  proposed model agreements

4. Recommendations to ensure the independence of those DUS examination centers
which have, or have links to, breeding activities

5. Review of the UPOV-ROM Plant Variety Database

6. UPOV information databases

7. Variety denominations

43. The present report has been adopted by
correspondence.

[Annex I follows]
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LISTE DES PARTICIPANTS / LIST OF PARTICIPANTS/
TEILNEHMERLISTE / LISTA DE PARTICIPANTES

I.  MEMBRES / MEMBERS / VERBANDSMITGLIEDER / MIEMBROS

ALLEMAGNE / GERMANY / DEUTSCHLAND / ALEMANIA

Michael KÖLLER, Leiter Rechtsreferat, Regierungsdirektor, Bundessortenamt,
Osterfelddamm 80, 30627 Hannover (tel.: +49 511 95 66624  fax: +49 511 56 3362 / 95665
e-mail: michael.koeller@bundessortenamt.de)

ARGENTINE / ARGENTINA / ARGENTINIEN

Marcelo LABARTA, Director de Registro de Variedades, ex- Instituto Nacional de Semillas,
Secretaría de Agricultura, Ganadería, Pesca y Alimentos (SAGPyA), Ministerio de la
Producción, Paseo Colón 922, 3er piso, of. 347, 1063 Buenos Aires
(tel.: +54 11 4349 2445  fax: +54 11 4349 2444  e-mail: mlabar@sagyp.mecon.gov.ar)

AUSTRALIE / AUSTRALIA / AUSTRALIEN

Doug WATERHOUSE, Registrar, Plant Breeder’s Rights Office Commonwealth Department
of Agriculture, Fisheries and Forestry, P.O. Box 858, Canberra, ACT 2601
(tel.: +61 2 6272 3888  fax: +61 2 6272 3650  e-mail: doug.waterhouse@affa.gov.au)

AUTRICHE / AUSTRIA / ÖSTERREICH

Heinz-Peter ZACH, Referatsleiter für Saatgut und Sorten, Bundesministerium für Land- und
Forstwirtschaft, Umwelt und Wasserwirtschaft, Stubenring 1, 1010 Wien
(tel.: +43 1 711 002795  fax: +43 1 513 8722  e-mail: Heinz-Peter.Zach@bmlf.gv.at)

BÉLARUS / BELARUS / BELARÚS

Irina EGOROVA  (Mrs.), First Secretary, Permanent Mission, 15, avenue de la Paix,
1211 Geneva, Switzerland (tel.: +41 22 7482450  fax: +41 22 7482451)

BELGIQUE / BELGIUM / BELGIEN / BÉLGICA

Camille VANSLEMBROUCK (Mme), Ingénieur, Office de la Propriété Intellectuelle,
North Gate III, 5ème étage, 16, blvd. du Roi Albert II, 1000 Bruxelles
(tel.: +32 2 2065158  fax: +32 2 2065750  e-mail: camille.vanslembrouck@mineco.fgov.be)



CAJ/47/8
Annexe I / Annex I / Anlage I / Anexo I

page 2 / Seite 2 / página 2

BRÉSIL / BRAZIL / BRASILIEN / BRASIL

Álvaro A. NUNES VIANA, Coordenador de Cadastro, Análise e Proteção de Cultivares,
Serviço Nacional de Proteção de Cultivares (SNPC), Secretaria de Desenvolvimento Rural,
Ministério da Agricultura e do Abastecimento, Esplanada dos Ministerios, Bloco D, Anexo A,
Térreo, Salas 1-12, Brasilia, D.F. (tel.: +55 61 2242842  fax: +55 61 2242842
e-mail: aviana@agricultura.gov.br)

BULGARIE / BULGARIA / BULGARIEN

Ivan GOSPODINOV, Attaché, Mission permanente, 16, chemin des Crêts-de-Prégny,
1218 Grand-Saconnex, Suisse (tel.: +41 22 7980300  fax: +41 22 7980302
e-mail: mission.bulgaria@ties.itu.int)

CANADA / KANADA / CANADÁ

Valerie SISSON (Ms.), Commissioner, Plant Breeders’ Rights Office, Canadian Food
Inspection Agency (CFIA), Camelot Court, 59, Camelot Drive, Nepean, Ontario K1A OY9
(tel.: +1 613 225 2342  fax: +1 613 228 6629  e-mail: vsisson@inspection.gc.ca)

CHINE / CHINA

LÜ Bo, Division Director, DUS Test Division, Development Center for Science and
Technology, Ministry of Agriculture, Building 18, Mai Zi Dian Street, Beijing 100026
(tel.: +86 10 6592 5213  fax: +86 10 6592 5213  e-mail: lvbo@agri.gov.cn)

YANG Fengwei, Director, Division of Science and Technology, State Forestry
Administration, No. 18 Hepingli East Street, Beijing 100714 (tel.: +86 10 84238700
 fax: +86 10 84239221  e-mail: yangfengwei@forestry.gov.cn)

ZHOU Jianren, Division Director, Department of Science & Technology, Office of Protection
of New Varieties of Plants, State Forestry Administration, 18, Hepingli East Street,
Beijing 100714 (tel.: +86 10 842 39104  fax: +86 10 842 38883
e-mail: webmaster@cnpvp.net)

LI Yanmei (Mrs.), Project Administrator, Department for International Cooperation,
State Intellectual Property Office (SIPO), P.O. Box 8020, 6, Xitucheng Road,
Haidian District, Beijing 100088 (tel.: +86 10 6209 3288  fax: +86 10 6201 9615
e-mail: liyanmei@sipo.gov.cn)

HAN Li (Mrs.), First Secretary, Permanent Mission, 11, chemin de Surville,
1213 Petit-Lancy 2, Switzerland (tel.: +41 22 879 5635  fax: +41 22 879 5637
e-mail: c_hanliu@yahoo.com)

ZHENG Yongqi, Professor, Chinese Academy of Forestry, 10091 Beijing
(tel.: +86 10 6288565  fax: +86 10 62872015  e-mail: zhengyq@caf.ac.cn)
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COLOMBIE / COLOMBIA / KOLUMBIEN

Alvaro ABISAMBRA, Gerente General, Instituto Colombiano Agropecuario (ICA),
Ministerio de Agricultura, Calle 37, No. 8-43, pisos 4 y 5 Aereo 7984, 1511123 El Dorado,
Bogotá D.F (tel.: +57 1 2884438  fax: +57 1 288 4169  e-mail: gerencia@ica.gov.co)

Ana Luisa DÍAZ JIMÉNEZ (Sra.), Coordinador Nacional, Derechos de Obtentor de
Variedades y Producción de Semillas, Instituto Colombiano Agropecuario (ICA), Calle 37,
# 8-43, Piso 4, Bogotá D.F. (tel.: +57 1 232 8643  fax: +57 1 232 4697
e-mail: semillas@ica.gov.co, semillasica@hotmail.com)

Rocio SAÑUDO DE ANGEL (Sra.), Jefe Oficina Jurídica, Instituto Colombiano
Agropecuario (ICA), Calle 37, # 8-43, Piso 5, Bogotá D.C. (tel.: +57 1 232 4690
fax: +57 1 288 4037  e-mail: juridica@ica.gov.co)

Luis G. GUZMAN VALENCIA, Ministro Consejero, Misión Permanente,
17-19, chemin du Champ-d'Anier, 1209 Ginebra, Suiza

CROATIE / CROATIA / KROATIEN / CROACIA

Ruzica ORE (Mrs.), Head of Plant Variety Protection and Registration, Institute for Seeds and
Seedlings, Vinkovacka cesta 63c, 31000 Osijek (tel.: +385 31 275206
fax: +385 31 275193  e-mail: r.ore@zsr.hr)

DANEMARK / DENMARK / DÄNEMARK / DINAMARCA

Merete BUUS (Mrs.), Head of Division, The Danish Plant Directorate, Ministry of Food,
Agriculture and Fisheries, Skovbrynet 20, 2800 Lyngby
(tel.: +45 45 263720  fax: +45 45 26317  e-mail: meb@pdir.dk)

ESPAGNE / SPAIN / SPANIEN / ESPAÑA

Luis SALAICES, Jefe de Área del Registro de Variedades, Oficina Española de Variedades
Vegetales (OEVV), Ministerio de Agricultura, Pesca y Alimentación (MAPA),
Avda. de Ciudad de Barcelona 6, 28007 Madrid (tel.: +34 91 3476712   fax: +34 91 3476703
e-mail: lsalaice@mapya.es)

ESTONIE / ESTONIA / ESTLAND

Maria ABAKUMOVA (Ms.), Chief Inspector, Variety Control Department, Estonian Plant
Production Inspectorate, 71024 Viljandi (tel.: +372 43 346 50  fax: +372 43 346 50
e-mail: maria.abakumova@plant.agri.ee)
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ÉTATS-UNIS D’AMÉRIQUE / UNITED STATES OF AMERICA /
VEREINIGTE STAATEN VON AMERIKA / ESTADOS UNIDOS DE AMÉRICA

Karen M. HAUDA (Mrs.), Patent Attorney, Office of International Affairs,
United States Patent and Trademark Office (USPTO), Washington, D.C. 20231
(tel.: +1 703 305 9300 ext. 129  fax: +1 703 305 8885  e-mail: karen.hauda@uspto.gov)

Dominic KEATING, Intellectual Property Attaché, Office of the United States Trade
Representative (USTR), Permanent Mission, 11, route de Pregny, 1292 Chambésy,
Switzerland (tel.: +41 22 749 52 81  fax: +41 22 749 4880  e-mail: dkeating@ustr.gov)

FÉDÉRATION DE RUSSIE / RUSSIAN FEDERATION / RUSSISCHE FÖDERATION /
FEDERACIÓN DE RUSIA

Yuri A. ROGOVSKIY, Deputy Chairman, Chief of Methods Department, State Commission
of the Russian Federation for Selection Achievements Test and Protection, Orlikov per., 1/11,
Moscow 107139 (tel.: +70 095 208 6775  fax: +70 095 207 8626
e-mail: statecommission@mtu-net.ru)

Madina OUMAROVA (Mrs.), Expert of Methods Department, State Commission of the
Russian Federation for Selection Achivements Test and Protection, Orlicov per., 1/11,
Moscow 107139 (tel.: +70 095 208 6775  fax: +70 095 207 8626
e-mail: desel@agro.aris.ru)

FINLANDE / FINLAND / FINNLAND / FINLANDIA

Arto VUORI, Director, Plant Variety Rights Office, Ministry of Agriculture and Forestry,
Hallituskatu 3 A, P.O. Box 30, 00023 Government (tel.: +358 9 160 3316
 fax: +358 9 160 52203  e-mail: arto.vuori@mmm.fi)

FRANCE / FRANKREICH / FRANCIA

Nicole BUSTIN (Mlle), Secrétaire général, Comité de la protection des obtentions
végétales (CPOV), Ministère de l'agriculture et de la pêche, 11, rue Jean Nicot,
75007 Paris (tel.: +33 1 4275 9314  fax: +33 1 4275 9425  e-mail: nicole.bustin@geves.fr)

Joël GUIARD, Directeur adjoint, Service administratif toutes espèces, Groupe d’étude et de
contrôle des variétés et des semences (GEVES), La Minière, 78285 Guyancourt Cedex
(tel.: +33 1 3083 3580  fax: +33 1 3083 3629  e-mail: joel.guiard@geves.fr)
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HONGRIE / HUNGARY / UNGARN / HUNGRÍA

Karoly NESZMÉLYI, General Director, National Institute for Agricultural Quality Control
(NIAQC), Keleti Karoly u. 24, P.O. Box 30, 93, 1024 Budapest
(tel.: +36 1 212 4711  fax: +36 1 438 0698  e-mail: neszmelyik@ommi.hu)

Marta POSTEINER-TOLDI (Mrs.), Vice-President, Hungarian Patent Office, Garibaldi u.2,
P.O. Box 552, 1054 Budapest (tel.: +36 1 331 2164  fax: +36 1 474 5975
e-mail: vekas@hpo.hu)

Anna LÖRINCZ-FEJES (Mrs.), Deputy Head, Legal and International Department,
Hungarian Patent Office, Garibaldi u.2, P.O. Box 552, 1370 Budapest (tel.: +36 1 474 58 98
fax: +36 1 474 58 99  e-mail: lorincza@hpo.hu)

IRLANDE / IRELAND / IRLAND / IRLANDA

John V. CARVILL, Controller of Plant Breeders’ Rights, Plant Variety Rights Office,
Department of Agriculture and Food, National Crop Variety Testing Centre, Backweston,
Leixlip, Co. Kildare (tel.: +353 1 630 2902  fax: +353 1 628 0634
e-mail: john.carvill@agriculture.gov.ie)

ISRAËL / ISRAEL

Shalom BERLAND, Legal Advisor of Ministry of Agriculture and Plant Breeders’ Registrar,
Plant Breeders’ Rights Council, Volcani Centre, P.O. Box 30, Bet-Dagan
(tel.: +972 3 948 5566  fax: +972 3 948 5836  )

ITALIE / ITALY / ITALIEN / ITALIA

Pasquale IANNANTUONO, Conseiller juridique, Office du délegué des accords de propriété
intellectuelle, Ministère des affaires étrangères, Palazzo Farnesina, 00100 Rome
(tel.: +39 06 3876 2907  fax: +39 06 3691 2277  e-mail: pasquale.iannantuono@libero.it)
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JAPON / JAPAN / JAPÓN

Keiji MARUYAMA, Director, Plant Variety Protection Office, Seeds and Seedlings Division,
Ministry of Agriculture, Forestry and Fisheries (MAFF), 1-2-1 Kasumigaseki, Chiyoda-ku,
100-8950 Tokyo (tel.: +81 3 3581 0518  fax: +81 3 3502 6572
e-mail: keiji_maruyama@nm.maff.go.jp)

Jun KOIDE, Deputy Director, International Affairs, Seeds and Seedlings Division, Ministry
of Agriculture, Forestry and Fisheries (MAFF), 1-2-1 Kasumigaseki, Chiyoda-ku,
100-8950 Tokyo (tel.: +81 3 3591 0524  fax: +81 3 3502 6572
e-mail:  jun_koide@nm.maff.go.jp)

Masayoshi MIZUNO, First Secretary, Permanent Mission, 3, chemin des Fins,
1211 Grand-Saconnex, Switzerland (tel.: +41 22 717 3238  fax: +41 22 788 3368
e-mail: mizuno.masayoshi@bluewin.ch)

KENYA / KENIA

Evans O. SIKINYI, Manager, Plant Variety Rights Office, Kenya Plant Health Inspectorate
Service (KEPHIS), P.O. Box 49592, Waiyaki Way, Nairobi (tel.: +254 2 4440087
fax: +254 2 4448940  e-mail: pvpo@kephis.org)

LETTONIE / LATVIA / LETTLAND / LETONIA

Iveta OZOLINA (Ms.), Senior Officer, Plant Production Division, Ministry of Agriculture,
2 Republikas laukums, 1981 Riga (tel.: +371 7027258  fax: +371 7027514
e-mail: iveta.ozolina@zm.gov.lv)

MEXIQUE / MEXICO / MEXIKO / MÉXICO

Enriqueta MOLINA MACÍAS (Sra.), Encargada del Despacho de la Dirección, Servicio
Nacional de Inspección y Certificación de Semillas (SNICS), Secretaría de Agricultura,
Ganadería, Desarrollo Rural, Pesca y Alimentación (SAGARPA), Av. Presidente Juárez 13,
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Background

This document supersedes the memorandum prepared by the Office of the Union on the
genetic use restriction technologies (GURTs) and sent to the CBD, dated January 10, 2003.

In its decision VI/5, adopted at its sixth session held in The Hague in April 2002, the
Conference of the Parties to the CBD invited UPOV to examine, in the context of its work, the
specific intellectual property implications of GURTs, particularly in respect of indigenous and
local communities, and to further study their potential impacts on small farmers, indigenous
and local communities and on farmers’ rights. UPOV was also invited to study the
applicability of existing, or the need to develop new, legal mechanisms to address the
application of GURTs.

Option 1

UPOV is not in a position, in the context of its work or otherwise, to [pronounce]/[advise] on
the intellectual property implications of GURTs, as identified in the decision above.

Option 2

UPOV is not in a position, in the context of its work or otherwise, to express an opinion on the
intellectual property implications of GURTs, as identified in the decision above.

Option 3

UPOV has not to-date, in the context of its work or otherwise, examined substantively the
intellectual property implications of GURTs, as identified in the decision above.

However, UPOV would like to take the opportunity of this invitation to comment on the need
for breeders to have a system of protection to be able to recover their investment and to
receive incentives in order to be able to continue their breeding activities.  In this respect,
UPOV notes that the UPOV Convention provides an effective and well balanced system for
the protection of new plant varieties which assures the breeders interest.  Where effective
systems of protection are in place, breeders may not have to rely on other systems of
protection.

With respect to varieties containing GURTs, it should be noted that such varieties may be
granted plant breeders’ rights if they satisfy the conditions.

Summary

Breeders need to recover their investment and to receive incentives in order to be able to
continue their breeding activities.  The introduction of a legal framework according to the
International Convention for the Protection of New Varieties of Plants (UPOV Convention) is
suitable approach to encourage the breeding of new varieties of plants for the benefit of
society.  In this respect, UPOV notes that the UPOV Convention provides an effective and
well balanced system for the protection of new plant  varieties which assures the breeders
interest.  Where effective systems of protection are in place, breeders may not have to rely on
other systems of protection.
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Introduction

1. The following sections highlight the key features of the UPOV Convention, and which
UPOV considers appropriate to provide an effective and well-balanced system for the
protection of new varieties of plants.  All references to the UPOV Convention in this
document refer to the 1991 Act of the UPOV Convention.

2. The development of improved varieties demands a considerable investment in terms of
human and financial resources.  Sustainable breeding programs require a return of the
investment through the commercialization of the resulting varieties.  Protection of intellectual
property rights on new plant varieties according to the UPOV Convention facilitates such a
return by providing a legal basis to prevent, under well-defined conditions, unauthorized
exploitation of plant varieties by others.

3. The UPOV Convention provides a legal basis for the protection of new plant varieties.
The UPOV Convention is a sui generis system for plant variety protection tailored for this
purpose, reflecting the specific features of the subject of protection, which is a new plant
variety, and the circumstances under which this plant variety is used.  The scope of protection
under the UPOV Convention has been carefully defined to provide an incentive for breeders to
develop new varieties of plants beneficial for both farmers and consumers.  A key feature of
the UPOV system is that protected varieties, as a most important plant genetic resource, may
be freely used by the worldwide community of breeders for further breeding.  The UPOV
Convention, furthermore, provides for an option for saving of seed by farmers in some
situations.  The protection given under the UPOV Convention can be analyzed under the
following parameters:

- subject of the protection/extension of the protection,

- acts covered by the protection (1991 Act),

- materials covered by the protection,

- duration of the protection,

- exceptions,

- restriction to protection/compulsory licensing.

Subject of the Protection/Extension of the Protection

4. Under the UPOV Convention, a protection title can only be granted to a plant variety,
which is defined by the expression of the characteristics resulting from a given genotype or
combination of genotypes, distinguished from any other plant grouping by the expression of at
least one of the said characteristics and considered as a unit with regard to its suitability for
being propagated unchanged and which satisfies the criteria established in the UPOV
Convention.  The protection granted to a variety does not extend to other varieties, except in
the case of:

(i) varieties, which are essentially derived from the initial protected variety, where the
protected variety is not itself an essentially derived variety;
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(ii) varieties which are not clearly distinguished from the protected variety;  and

(iii) varieties whose production requires the repeated use of the protected variety.

Acts Covered by the Protection (1991 Act)

5. The nature of the right granted by the UPOV Convention is that the following acts with
respect to the propagating material of the protected variety require the authorization of the
breeder:

(i) production or reproduction (multiplication),

(ii) conditioning for the purpose of propagation,

(iii) offering for sale,

(iv) selling or other marketing,

(v) exporting,

(vi) importing,

(vii) stocking for any of the purposes mentioned in (i) to (vi) above.

6. Furthermore, subject to the exception to, and exhaustion of, the breeder’s right, the acts
referred to in respect of harvested material, including entire plants and parts of plants,
obtained through the unauthorized use of propagating material of the protected variety shall
require the authorization of the breeder, unless the breeder has had reasonable opportunity to
exercise his right in relation to the said propagating material.

7. In addition, each Contracting Party may provide that, subject to the acts referred to in
respect of products made directly from harvested material of the protected variety falling
within the provisions for harvested material mentioned above through the unauthorized use of
the said harvested material shall require the authorization of the breeder, unless the breeder
has had reasonable opportunity to exercise his right in relation to the said harvested material.

Materials Covered by the Protection

8. As stated in paragraph 5 above, plant variety protection according to the UPOV
Convention covers the propagating material of the protected varieties, such as seeds, bulbs,
tubers, seedlings, etc.

Duration of the Protection

9. Under the UPOV Convention (1991 Act), the breeder’s right is granted for a fixed
period, which shall not be shorter than 20 years from the date of the grant of the breeder’s
right.  For trees and vines, the said period shall not be shorter than 25 years from the said date.
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Exceptions

10. Under the UPOV Convention, the breeder’s right shall not extend to:

(i) acts done privately and for non-commercial purposes,

(ii) acts done for experimental purposes, and

(iii) acts done for the purpose of breeding other varieties.

The exclusion of acts done privately and for non-commercial purposes is of particular
relevance for subsistence farmers who use plant varieties for their own food production.  The
research exemption and the breeders’ exemption, as mentioned in (ii) and (iii) above, are
important features of the UPOV Convention, which provide for the established practice
amongst breeders whereby varieties produced by other breeders may be used for breeding new
varieties.

11. Under the UPOV Convention, each member may, within reasonable limits and subject to
the safeguarding of the legitimate interests of the breeder, restrict the breeder’s right in relation
to any protected variety in order to permit farmers to use, for propagating purposes, on their
own holdings, the product of the harvest, which they have obtained by planting on their own
holdings.  This provision enables each member of UPOV to decide, according to its own
national circumstances, on whether or not, and to what extent, to recognize the practice of
farmers to use a part of the harvest derived from the protected variety for the next year’s
planting, known as “farmers’ privilege.”

Restriction to Protection/Compulsory Licensing

12. The UPOV Convention provides that a member may restrict the free exercise of a
breeder’s right for public interest.  This provision allows a Government, for example in the
case of an unforeseeable disaster in a country, to take measures to provide farmers with such
planting material, as is necessary to reestablish the agricultural production, by limiting the
exercise of the breeder’s right.

[Annex III follows]
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THE NOTION OF “ESSENTIALLY DERIVED VARIETY”
IN THE CERTAIN BREEDING OF ORNAMENTAL VARIETIESACTIVITIES

Document prepared by the Office of the Union Document approved by the CAJ at its forty-
seventh session on April 10, 2003

1. The purpose of this document is, in response to a request from the Technical Committee
(hereinafter referred to as “the  TC”), to consider the possibility that a breeder who develops an
a “improved changed form” of his own protected variety would, under the terms of the 1991
Act of the UPOV Convention, have protection for his “improved changed form,” if it was
considered to be an essentially derived variety.

“Improved Changed forms” of varieties

2. It is first necessary to seek to clarify what is understood by the term “improved changed
form.”  However, it must be emphasized that this is not a recognized term.  It is only used in
this document as a convenient generic term, because it is a term already used in the industry as
a starting point to explore the situation for protection of varieties which arise out of a breeding
activity of particular interest for the ornamental sector.

3. For the purpose of this document, an a“improved changed form” of a variety is
understood to be one arising developed from selection within an existing variety, which has
resulted in some slightly improved different performance, e.g. slightly better different flower
color or slightly improved different growth rate, but in all other respects is unchanged from the
existing variety.  Immediately, it becomes apparent that some of these changes (e.g. flower
color) might be changes in the expression of characteristics used for the examination of
distinctness, uniformity and stability (“DUS”), whereas others (e.g. slightly improved growth
rate) may not be directly examined for DUS.  Therefore, it is probably more useful to consider
different possible situations which can arise from the breeding activity of selection from within
existing varieties.

Selection from within existing varieties

4. The process of selecting varieties from within existing variation, including the variation
which exists in the form of protected varieties, is recognized and accepted within UPOV.  This
issue is considered in depth in document C(Extr.)/19/2 Rev. “Notion of Breeder and Common
Knowledge,” which was adopted as a position paper by the Council of UPOV in April 2002.

5. This document will concentrate onconsiders the situation where a breeder selects an a
“improved changed form” from within his own protected variety, which where the protected
variety is not itself an essentially derived variety from the viewpoint of the breeder concerned.
In addition, it is assumed that the “improved changed form” is uniform and stable.
Furthermore, it will only address the situation in terms of the 1991 Act of the UPOV
Convention.
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6. The cases below are intended to identify the situations which can occur and the
consequences for the breeder.  In particular, it considers whether the breeder’s authorization
will be required for exploitation of the “improved changed form.”  However, it also considers
the possibility of a breeder, other than the breeder of the original variety and its “improved
changed form,” being able to obtain protection on the “improved changed form.”  Although it
is unlikely to occur often, this latter situation might occur, for example, if the “improved
changed form” is the result of a simple mutation which occurs from time to time in the
population of the variety.  In this circumstance, the same type of mutant plant might be found
by both the original breeder and independently by another breeder with plants of the variety.

7. On the basis of the assumptions in paragraph 5, the situations which can arise from
selection of an a “improved changed form” of an existing protected variety “X” are the
following:

Case 1:  The “improved changed form” is distinct and is not an essentially derived variety

8. The “improved changed form” will be distinct, but in accordance with Article 14(5) of
the 1991 Act of the Convention, will not be an essentially derived variety and, therefore, will
not be covered by the scope of protection of variety X if:

(a) it is clearly distinguishable from variety X and,

either,

(b) it is not predominantly derived from variety X,

or,

(c) it does not conform to variety X in the expression of the essential characteristics
that result from the genotype or combination of genotypes of the variety X.

9. In this case, the “improved changed form” can be commercially exploited without the
authorization of the breeder of variety X, unless protection is obtained on the “improved
changed form” itself.  If the conditions are fulfilled, the possibility of obtaining protection of
the “improved changed form” is open to any person, and not just the breeder of variety X, who
has independently bred the “improved changed form.”  In such a situation, the novelty
condition would be of particular relevance.

Case 2:  The “improved changed form” is an essentially derived variety

10. The “improved changed form” will, in accordance with Article 14(5) of the 1991 Act of
the Convention, be a variety essentially derived from variety X and covered by the scope of
protection of variety X if:

(a) it is clearly distinguishable from variety X

and

(b) it is predominantly derived from variety X, while retaining the essential
characteristics that result from the genotype or combination of genotypes of the initial variety
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and

(c) except for the differences which result from the act of derivation, it conforms to
variety X in the expression of the essential characteristics that result from the genotype or
combination of genotypes of variety X.

11. In this case, commercialization of the “improved changed form” cannot be commercially
exploited without requires the authorization of the breeder of variety X.  It would be possible
for another breeder, who had obtained the “improved changed form” independently, to obtain
protection of the “improved changed form” as a new variety, if all the conditions were fulfilled,
but this other breeder would still require the authorization of the breeder of variety X to be able
to commercially exploit the variety.

12. The benefit for the breeder of variety X of using the provision for essentially derived
varieties is that, for as long as variety X is protected, he has control of the “improved changed
form” without the cost of seeking protection for the new variety.  However, there are certain
aspects which should be considered by this breeder before deciding not to protect the
“improved changed form” itself.

13. Firstly, it is important to note that the control of the “improved changed form” only exists
for as long as the protection on variety X exists.  As soon as the protection on variety X
expires, the control over the “improved changed form” also expires.  This is particularly
relevant because the breeder may start to maintain only the “improved changed form” and
discontinue maintenance of variety X.  In this situation, the authority may decide to cancel the
breeder’s right for variety X, on the basis that the breeder could not “… provide the authority
with the information, documents or material deemed necessary for verifying the maintenance
of the variety,” (Article 22(1)(b)(i) of the 1991 Act of the Convention).

14. Secondly, the risk for the breeder of variety X is that, whilst he may consider the
“improved changed form” to be essentially derived from variety X, this may be challenged by
someone wishing to exploit the “improved changed form” without the authorization of the
breeder.  It may also be challenged by another breeder who, having obtained the “improved
changed form” independently, wishes to obtain protection of the “improved changed form”
subject to being able to satisfy the conditions.

15. The balance of risks and benefits in choosing whether to protect the “improved changed
form” will be a matter for the breeder to decide according to his own circumstances.

16. If the breeder decides, on the balance of benefits and risks, that it would be better to
protect the “improved changed form” as a new variety, he can do so, if the conditions for
protection are fulfilled.  However, it should be noted that if the “improved changed form” of
variety X is protected, say as variety Y, this variety Y will still be an essentially derived
variety.  Therefore, any “improved changed form” of variety Y which is considered to be
essentially derived from variety Y, will not be covered by the scope of protection of variety Y.
This is because, according to Article 14(5)(a)(i) of the 1991 Act of the Convention, the scope
of protection of varieties, which are essentially derived from a protected variety, only applies
“where the protected variety is not itself an essentially derived variety”.  It is possible that an a
“improved changed form” of variety Y might also fulfil the conditions required to be
considered to be essentially derived from variety X and would then be covered by the scope of
protection of variety X.
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Case 3:  The “improved changed variety form” is not distinct

17. In accordance with Article 14(5) of the 1991 Act of the Convention, the “improved
changed form” will be covered by the scope of protection of variety X if it is not clearly
distinguishable (Article 7 of the 1991 Act of the Convention) from variety X.

18. If the “improved changed form” is not distinct, it is covered by the scope of protection of
variety X and anyone wishing to exploit the “improved changed form” would require the
authorization of the breeder.  No other breeder would be able to obtain protection of the
“improved changed form” as a new variety because it would not be distinct.

19. This situation might occur if the breeder applies for protection of the “improved changed
form,” but is refused on the basis that the variety is not distinct.  In this case, the situation is
clearly as explained in paragraph 18.

20. However, it may be the breeder who considers that the “improved changed form” is very
similar to variety X and does not consider it to be distinct.  In this case, which may be the result
of an unintended drift in the maintenance of the variety X, there is the risk that the view of the
breeder that the “improved changed form” is not distinct might be challenged.  If the authority
decides that the “improved changed form” is distinct and variety X is no longer being
maintained it may decide to cancel the breeder’s right for variety X on the basis that the
breeder could not “… provide the authority with the information, documents or material
deemed necessary for verifying the maintenance of the variety” (Article 22(1)(b)(i) of the 1991
Act of the Convention).  The breeder would then have no protection for variety X and may not
be able to obtain protection of the “improved changed form” on the grounds of lack of novelty.
In the absence of protection of variety X, regardless of whether the “improved changed form”
is essentially derived from variety X, the “improved changed form” could be commercially
exploited without the authorization of the breeder.

21. It will be a matter for each breeder to ensure that his “improved changed form” does not
become distinct from variety X.

Summary

22. The three cases explained above are summarized in the form of a table in the Annex
Appendix to this document.

23.     The Administrative and Legal Committee
is invited to note the possible situations which
can arise regarding protection of “improved
forms” of existing protected varieties, on the
basis of the 1991 Act of the Convention, and to
advise the TC accordingly.

[Annex Appendix follows]



CAJ/47/8

APPENDIX TO ANNEX III

Summary of Situations Which Can Arise from the Selection of an “Improved Changed Form” of Variety X

“Improved Changed Form” of Variety X
Distinct? Essentially Derived? Can be Protected by

Another Breeder?
Can be

Commercially
Exploited Without

the Authorization of
the Breeder of

Variety X?

Comment

Case 1 Yes No Yes* Yes
Case 2 Yes Yes1 PossiblyYes* No2 1.  No guarantee that the “improved

changed form” will be accepted as an
essentially derived variety

2.  Only for as long as variety X is
protected

Case 3 No3 No No No2 3.   Dependent on whether the competent
authority accepts the “improved
changed form” is not distinct

[End of Annex III and of document]

                                                
*        Subject to satisfying all other conditions for protection.


